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Tue Grove Laporatories, INc. v. BREwer & CoMPANY 
Brewer & Company v. THe Grove Lasorarories, Inc. 


United States Circuit Court of Appeals, First Circuit 
On Rehearing 
April 11, 1939 


Trave-Marxs—“L B Q” 1s Cimcie on Mepicinat Tasiets—Non-Descrir- 
Tive MarK—SeEconpary MEANINC¢. 

The letters “L B Q” enclosed in a circle, either when embossed on 
medicinal tablets, or printed on labels in association with the words 
“Laxative Bromo Quinine,” held arbitrary and fanciful, having through 
long use acquired a secondary meaning. The registration of the said 
letters as a trade-mark under the Acts of 1881 and 1905 held valid. 

TrapeE-Mark INFRINGEMENT—“L B Q” ann “L P Q > on Coto TaBLets— 
ConFiictInc Marks. 

The use by defendant-appellee on its tablets for colds and similar 
ailments of the letters “L P Q,” adopted after the adoption by plaintiff- 
appellant of the letters “L B Q” as a trade-mark for similar goods, 
held infringement, particularly as defendant-appellee used on its labels 
certain wording closely similar to the wording on plaintiff-appellant’s 
label. 

Trape-Mark INFRINGEMENT—SvuItTs—LACHES. 

In the case at issue, held that neither plaintiff nor its predecessor 
lost its trade-mark rights in “L B Q” by abandonment, non-use, laches 
or acquiesence. 

Trape-Mark INFRINGEMENT—Svurrs—EsrTopPeL. 

Where, as in the present case, defendant-appellee had built up its 
business with full knowledge of the plaintiff's rights and prior use of 
its trade-mark, held there was no estoppel. 

Trape-Mark INFRINGEMENT—Svurits—INJuNCTION—ForM or DeEcrEE. 

In the case at issue, defendant-appellee was enjoined from making 
any use in connection with the sale of its tablets of the letters “I. P Q,” 
either alone or in combination with the words “Laxative Phospho 
Quinine.” 


In equity. Cross appeals from the United States District 
Court, District of Massachusetts, in a trade-mark infringement 
case. Reversed. For decisions below see (C. C. A.) 28 T.-M. Rep. 
509; (U. S. D. C.) 27 T.-M. Rep. 289. 


W. Keane Small, of St. Louis, Mo. (Cecric W. Porter and Dike, 
Calver §& Gray, all of Boston, Mass., of counsel), for The 
Grove Laboratories, Inc. 

Claude R. Branch and Charles Ryan, both of Boston, Mass., for 

Brewer & Company. 
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Bineuam, J.: These are cross appeals from a final decree of 
the federal District Court for Massachusetts in a suit in equity 
brought by the plaintiff, the Paris Medicine Company, a Delaware 
corporation, against Brewer & Company, a Massachusetts corpora- 
tion, to restrain the latter from using the letters “L P Q” upon its 
tablets and the labels on its boxes in the manufacture and sale of 
tablets as a medicinal remedy for the relief of colds, headaches, etc., 
charging infringement and unfair competition, and praying for 
damages and profits. The bill was filed on June 21, 1984, and, 
among other allegations, it was alleged in Sections 4 and 6: 


4. That plaintiff is the sole manufacturer of a medicinal remedy for 
the relief of colds, fever, headache and neuralgia sold under the denomina- 
tion “Laxative Bromo Quinine” and is the sole and exclusive owner of a 
certain trade-mark consisting of the letters “L B Q,” which is a contrac- 
tion of said denomination and applied to said remedy by being printed on 
the boxes thereof and impressed upon the tablets contained in said boxes 
as shown by the specimen box and tablets filed herewith and made part 
hereof marked “Plaintiff's Exhibit 1”; that said remedy so denominated 
and marked has been manufactured and sold exclusively by plaintiff and 
its predecessor, Paris Medicine Company, a Tennessee corporation, in 
interstate commerce, continuously since about February 1, 1893, or earlier; 
that the name and address of plaintiff or of its predecessor has always 
been conspicuously printed upon the boxes containing said remedy in asso- 
ciation with said denomination and trade-mark; that said trade-mark was 
first registered in accordance with the statutes of the United States by 
plaintiff's said predecessor under date of January 4, 1898, as evidenced by 
certificate No. 31,087; that said trade-mark was subsequently registered by 
said predecessor in accordance with said statutes under date of May 2, 
1899, as evidenced by certificate No. 32,803; and that said trade-mark was 
registered by plaintiff in accordance with said Statutes under date of Octo- 
ber 24, 1933, as evidenced by certificate No. 307,417, and also registered by 
plaintiff in accordance with the laws of the State of Massachusetts under 
date of October 23, 1933, as evidenced by certificate No. 11,813. Certified 
copies of said certificates are filed herewith and made part hereof, marked, 
respectively “Plaintiff's Exhibits 2,” “3,” “4” and “5.” 

6. That said trade-mark “L B Q” has at all times since the date of its 
adoption, as aforesaid, been applied to said remedy by plaintiff and its said 
predecessor, exclusively, in the manner described in the preceding clause 
number 4 hereof and that the labels affixed to the boxes of said remedy 
have at all times carried the statutory notice “Trade-Mark Registered in 
U. S. Patent Office” substantially as shown by the specimen box above 
referred to as Plaintiff's Exhibit 1; that for the purpose of further dis- 
tinguishing and enabling dealers and the purchasing public to readily 
identify said remedy plaintiff and its said predecessor have- continuously 
produced the same in the form of small tablets weighing approximately 
four and one-half (4¥,) grains each, having convex formation and of dis- 


tinctive color substantially as shown by the tablets forming part of 
Exhibit 1. 
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The defendant in its answer denied the validity of the plaintiff's 
trade-mark, registered or otherwise, but admitted among other 
things, “the issuance of the certificates of the several trade-mark 
registrations referred to in said paragraph 4’; denied infringement ; 
and alleged that it had a trade-mark in the words “Laxative Phospho 
Quinine” registered June 8, 1928, in the United States Patent Office, 
No. 246,444; also that the plaintiff was barred by acquiescence and 
laches from maintaining its suit and that it was estopped to do so. 

Since the suit was brought the corporate name of the plaintiff 
has been changed to the Grove Laboratories, Inc. 

January 16, 1935, the plaintiff amended its bill and further 
alleged that the defendant infringed its trade-mark “L B Q” by the 
use of the letter “L P Q” upon the labels of its boxes in the sale of 
like tablets, but this claim is now abandoned. 

In the District Court it was adjudged (1) that the plaintiff was 
the sole owner and entitled to the excl. sive use of the trade-mark 
“L B Q” as applied to medicinal tablets for the use of colds, etc., 
and that it was a good and valid trade-mark; (2) that the defendant 
had infringed the plaintiff's trade-mark by manufacturing and sell- 
ing medicinal tablets for the relief of colds, etc., which were em- 
bossed or stamped with the letters “L P Q”’; (3) that the use by the 
defendant and its vendees of the letters “L P Q” on its labels was 
not an infringement of the plaintiff's trade-mark; (4) directed that 
a permanent injunction issue enjoining the defendant from making, 
compounding, advertising, selling, offering for sale, or in any 
manner disposing of any medicinal tablets embossed or stamped or 
otherwise marked with the letters “L P Q” or any combination of 
such letters, but that the injunction should not restrain it from mak- 
ing and selling any medicinal tablets not so embossed or stamped, 
in boxes or containers with labels bearing the letters “L P Q” and 
the words “Laxative Phospho Quinine’; and (5) denying other 
relief in the way of damages and an accounting. 

All the evidence was taken by depositions and the case was sub- 
mitted upon the evidence thus taken and the briefs of counsel. Al- 
though objections to some of the evidence were noted before the 
magistrate they were not pressed for rulings by the court. No such 
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rulings having been made, no exceptions were or could have been 
saved or errors assigned to the admission of the evidence. This 
being so all the evidence introduced, so far as it is relevant to any 
issue in the case, is open to consideration; and no witness having 
testified before the District Court, we are in as good a position to 
pass upon the weight of the evidence and the credibility of the 
deponents as it was. 

When the case was previously before this court we were of the 
opinion that the words “Laxative Bromo Quinine’”’ printed upon its 
labels in connection with the letters “L B Q” were descriptive of 
the ingredients contained in the tablets, and that the letters 
“L B Q,” being a contraction of the words “Laxative Bromo Quin- 
ine’ and used in connection therewith for many years on the labels, 
were likewise descriptive and not the subject of a technical common- 
law trade-mark. And because of findings by the District Court and 
statements of plaintiff's counsel affecting registrations No. 30,753 of 
October 26, 1897, and No. 31,087, issued January 4, 1898, each of 
which purported to have been applied for by a corporation described 
as the Paris Medicine Company, organized under the laws of 
Missouri, we were led to believe that there was a Missouri corpora- 
tion antedating the Paris Medicine Company of Tennessee. And as 
each of these registrations stated that “This trade-mark has been 
used continuously by said corporation [the Missouri corporation | 
since about February 1, 1893,” and registrations No. 32,803 (is- 
sued to the Paris Medicine Company of Tennessee May 2, 1899), 
and No. 307,417 (issued to Paris Medicine Company of Delaware 
October 24, 1933), contained the same or substantially the same 
statement as that above set forth from the prior registrations to the 
Missouri corporation, we held that registrations No. 32,803 and No. 
307,417, relied upon by the plaintiff, were invalid because of the false 
statements they contained. But at the rehearing it was contended 
that there never was a corporation known as the Paris Medicine Com- 
pany of Missouri, and that registrations No. 30,753 of 1897, and 
No. 81,087 of 1898 were ineffective for any purpose. And later it 
was brought to our attention that the record showed that the Paris 
Medicine Company of Tennessee was incorporated August 20, 1889, 
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and that defendant’s counsel, in cross-examination of plaintiff's 
witness Curran, brought out the fact that the first corporation hav- 
ing ““The Paris Medicine Company as a part of its corporate name,” 
was the Tennessee corporation. It was principally due to these 
matters that the rehearing was granted, at which the parties were 
heard anew on all the issues in the case. 

In view of the foregoing facts it is apparent that registrations 
No. 30,753 and No. 31,087 are irrevelant and do not render regis- 
trations No. 32,803 and No. 307,417 invalid on the ground that 
they contain a false statement as to the time that the trade-mark 
“L B Q” had been used by the Paris Medicine Company of Ten- 
nessee and its successor, the Paris Medicine Company of Delaware. 
On the contrary, we regard each of them valid, for, as we shall later 
point out, at the time they were registered, the Paris Medicine Com- 
pany of Tennessee and the Paris Medicine Company of Delaware 
each had a valid trade-mark in the letters “L B Q” either at common 
law or as protected by registrations under the Acts of 1881 and 
1905, they having come to denote origin. 

We think we erred in holding that the letters “L B Q” enclosed 
in a circle were merely descriptive. The letters as thus arranged 
and embossed on the tablets are not in themselves dscriptive of the 
ingredients which the tablets contain, but are arbitrary and fanciful. 
It is only when they are used on the labels in association with the 
words “Laxative Bromo Quinine” that one is led to inquire whether 
they may or may not be descriptive. But being arbitrary and fanci- 
ful when adopted and embossed upon the tablets we think that they 
do not lose that character when printed on the label, enclosed in a 
circle. And, if not, the plaintiff and its predecessor had a valid 
common-law trade-mark in the letters “L B Q.” But whether 
descriptive or not they have come to denote origin in the mind of the 
public through their long continued use by the plaintiff and its 
predecessor on the tablets and labels in the sale of the remedy, and 
can properly be registered under the Trade-Mark Acts of 1881 and 
1905. 

In the recent case of Armstrong Paint and Varnish Works v. 
Nu-Enamel Corporation, an Illinois corporation, and Nu-Enamel 
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Corporation, a Delaware corporation, intervenor, decided by the 
Supreme Court December 5, 1938, it appeared that the Nu-Enamel 
Corporation of Illinois filed its bill in the federal District Court for 
Illinois to enjoin the Armstrong Paint and Varnish Company, a 
corporation of the same state, from using in the sale of paints, var- 
nishes and similar goods the words ““Nu-Beauty Enamel” in in- 
fringement of the plaintiff's prior trade-mark “Nu-Enamel.” It 
there appeared that the plaintiff had registered ““Nu-Enamel’’ under 
the Act of March 19, 1920, for mixed paints, varnishes, etc. The 
bill alleged that the name ‘““Nu-Enamel” through wide use by the 
plaintiff had come to mean the plaintiff and the plaintiff's products 
only; that the defendant had adopted the name ‘“Nu-Beauty En- 
amel’’ with full knowledge of the prior and extensive use by the 
plaintiff of ‘““Nu-Enamel’’; that as a result of the defendant’s use 
of the words ““Nu-Beauty Enamel” merchants passed off defendant’s 
products for plaintiff's and that the products of both manufacturers 
were sold in interstate commerce; and that the plaintiff used its 
mark with the slogan “The coat of enduring beauty” printed above 
it. 

The defendant admitted that the name “Nu-Enamel’’ had come 
to mean throughout the United States, including Illinois, the plain- 
tiff and plaintiff's products only, and was a mark by which the goods 
of the plaintiff were distinguished from other goods of the same 
class, but denied the validity of the registration and asserted that 
‘““Nu-Enamel” was a descriptive term, and that it had adopted 
“Nu-Beauty” in connection with the word “Enamel” before it had 
heard of the trade-mark or trade-name “Nu-Enamel’’; and that it 
marketed only enamels under the designation ‘““Nu-Beauty Enamel” ; 
and denied the jurisdiction of the court over the subject matter. 

The District Court held that “Nu-Enamel” was not a valid 
trade-mark, either under the trade-mark acts or at common law, 


and, having so determined, refused jurisdiction of unfair competi- 
tion. On appeal the Circuit Court of Appeals reversed the District 
Court; held the trade-mark non-descriptive, valid and infringed; 


that the mark had acquired a secondary meaning and that the de- 
fendant’s conduct enabled the merchandise to be palmed off as and 





GROVE LABORATORIES V. BREWER & CO. 


for “Nu-Enamel”; and concluded that the District Court had juris- 
diction of unfair competition. 

The Supreme Court granted certiorari to review the question of 
the descriptive character of the trade-mark and the effect of its 
acquired meaning under the Trade-Mark Act of 1920. It held that, 
inasmuch as the defendant in its answer conceded the words “Nu- 
Enamel” had through use come to mean the plaintiff and plaintiff's 
products only and distinguished the plaintiff's goods from others of 
the same class, no further proof was needed to establish those facts; 
that under the Trade-Mark Act of 1920, the registration of “‘Nu- 
Enamel” created no new substantive rights in registrant, and a 
trade-mark registered under that Act could be attacked collaterally ; 
that the Act forbids the unauthorized use of the registered mark in 
foreign and interstate commerce and adopts the procedural provi- 
sions of the Trade-Mark Act of 1905; that under the procedural 


provisions of the Act of 1905 the lower courts were given original 


and appellate jurisdiction of all suits in law or equity respecting 


trade-marks registered in accordance with the provisions of the Act 
of 1920; and that the Supreme Court was given jurisdiction for 
certiorari as in patent cases; that Section 19 of the 1905 Act was 
applicable to proceedings under the 1920 Act; and that, by Section 
23 remedies in law and equity were left available; that the significant 
distinction between the two Acts is the omission from the 1920 Act 
of the provision in Section 16 of the 1905 Act making the registra- 
tion prima facie evidence of ownership; that Section 1, paragraph 
(b) of the 1920 Act provided for registration of marks not regis- 
trable under Section 5 of the Act of 1905, after one year’s use in 
interstate commerce; that, while the Act of 1920 did not vest any 
new substantive rights, it provided remedies in the federal courts for 
protecting registrations and authorized triple damages for in- 
fringement; that, as a consequence, when a suit was begun for in- 
fringement, bottomed on registration under the 1920 Act, the Dis- 
trict Court had jurisdiction, and, unless the allegation of registra- 
tion under the Act was clearly unsubstantial, it was sufficient to 
give jurisdiction of the merits; that, where the jurisdiction of a cause 


of action is the alleged infringement of a trade-mark, and is once 
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properly obtained, it persists to include unfair competition with the 
marked article; that if it was a properly registered trade-mark the 
cause of action consisted in its violation and if it was not a properly 
registered trade-mark, the ground of action was unfair competition 
at common law; and that in either case the wrong complained of was 
the violation of the right to its exclusive use. 

It is then pointed out that the registration of ‘““Nu-Enamel” fur- 
nished a substantial ground for federal jurisdiction and that that 
jurisdiction should be continued to determine the issue of unfair 
competition. 

The court then considered the question whether the mark “‘Nu- 
Enamel,” being descriptive and having acquired a secondary mean- 
ing, was registrable under the Act of 1920, for Section 1 (b) of that 
Act permitted registration of marks used for one year in interstate 
commerce, which were not registrable under the Act of 1905 “except 
those specified in paragraphs (a) and (b)” of the Act. It held, that 
although the mark “Nu-Enamel” was descriptive of paint enamels, 
that did not bar it from registration as to them under the Act of 
1920; that to construe Subsection (b) of Section 1 of the Act of 
1920 to bar names, descriptive marks, and merely geographical 
terms would make the subsection useless, and construed it to bar the 
categories expressed in Section 5 of the Act of 1905 under (a) and 
(b), including the first proviso, but not to include the other provisos 
of (b). It then points out that it is the owner, whose rights of 
action under Act 1920 are preserved “unaided by any presumption 
from registration” and that under it ownership must be established ; 
and that it is established by proof that a descriptive term employed 
in trade has come to denote origin; that the owner may then register 
his mark and avail himself of the remedies afforded by the Act, 
including that of infringement of a trade-mark; that the defendant 
was justified in conceding that the name “Nu-Enamel’’ means the 
plaintiff and the plaintiff's products only and was to distinguish its 
goods from others of the same class; that the name “Nu-Enamel,” 
though descriptive, had acquired a secondary meaning and “‘estab- 
lishes, entirely apart from any trade-mark act, the common law right 
of the Nu-Enamel Corporation to be free from the competitive use 
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of these words as a trade-mark or trade-name’”’; that while ‘“‘this 
right of freedom does not confer a monopoly on the use of the 
words,” it confers a “protection against their unfair use as a trade- 
mark or trade-name by a competitor seeking to palm off his products 
as those of the original user of the trade-name”’; that “this right to 
protection from such use belongs to the user of a mark which has 
acquired a secondary meaning” ; that “he is, in this sense, the owner 
of the mark.” And concludes: “We agree with the conclusion of 
the Circuit Court of Appeals that infringement is shown.” 

The first registration (No. 32803, issued to the Paris Medicine 
Company of Tennessee May 2, 1889), upon which the plaintiff relies 
in this case, was issued under the Trade-Mark Act of 1881 (21 
U.S. Stat. 502). Section 1, 2 and 3.of that Act provide: 


Section 1. That owners of trade-marks used in commerce with foreign 
nations, or with the Indian tribes, provided such owners shall be domiciled 
in the United States, or located in any foreign country or tribes which by 
treaty, convention or law, affords similar privileges to citizens of the 
United States, may obtain registration of such trade-marks by complying 
with the following requirements: 

First. By causing to be recorded in the Patent Office a statement specify- 
ing name, domicile, location, and citizenship of the party applying; the 
class of merchandise and the particular description of goods comprised in 
such class to which the particular trade-mark has been appropriated; a 
description of the trade-mark itself, with facsimiles thereof, and a state- 
ment of the mode in which the same is applied and affixed to goods, and the 
length of time during which the trade-mark has been used. 

Second. By paying into the Treasury of the United States the sum of 
twenty-five dollars, and complying with such regulations as may be pre- 
scribed by the Commissioner of Patents. 

Sec. 2. That the application prescribed in the foregoing section must, in 
order to create any right whatever in favor of the party filing it, be accom- 
panied by a written declaration verified by the person, or by a member of a 
firm, or by an officer of a corporation applying, to the effect that such party 
has at the time a right to the use of the trade-mark sought to be registered, 
and that no other person, firm, or corporation has the right to such use, 
either in the identical form or in any such near resemblance thereto as 
might be calculated to deceive; that such trade-mark is used in commerce 
with foreign nations or Indian tribes, as above indicated; and that the 
description and facsimiles presented for registry truly represent the trade- 
mark sought to be registered. 

Sec. 3. That the time of the receipt of any such application shall be 
noted and recorded. But no alleged trade-mark shall be registered unless 
the same appear to be lawfully used as such by the applicant in foreign 
commerce or commerce with Indian tribes as above mentioned or is within 
the provision of a treaty, convention, or declaration with a foreign power; 
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nor which is merely the name of the applicant; nor which is identical with a 
registered or known trade-mark owned by another and appropriated to the 
same class of merchandise, or which so nearly resembles some other per- 
son’s lawful trade-mark as to be likely to cause confusion or mistake in the 
mind of the public, or to deceive purchasers. In an application for regis- 
tration the Commissioner of Patents shall decide the presumptive lawfulness 
of claim to the alleged trade-mark; and in any dispute between an applicant 
and a previous registrant, or between applicants, he shall follow, so far as 
the same may be applicable, the practice of courts of equity of the United 


States in analogous cases. 

Section 5 provides that “a certificate of registry shall remain in 
force for thirty years from its date’; Section 7, that ‘‘the registra- 
tion of a trade-mark shall be prima facie evidence of ownership,” 
and that any person who “shall colorably imitate any trade-mark 
registered under this act and affix the same to merchandise of sub- 
stantially the same descriptive properties as those described in the 
registration, shall be liable to an action on the case for damage for 
the wrongful use of said trade-mark, at the suit of the owner 
thereof”; and “the party aggrieved shall also have his remedy ac- 
cording to the course of equity to enjoin the wrongful use of such 
trade-mark used in foreign commerce, etc.,” and that the “courts 
of the United States shall have original and appellate jurisdiction in 
such cases without regard to the amount in controversy.” 

While there is a presumption due to the issuance of registration 
No. 32,808 that all the requirements of the Act of 1881 preliminary 
to the granting of the registration had been complied with, the 
evidence shows that those requirements had in fact been complied 
with, and we so find. 

Registration No. 32,803 was based on an application, accom- 
panied by a declaration subscribed and sworn to by the vice-presi- 
dent of the Paris Medicine Company of Tennessee. In that applica- 
tion it was stated that the Paris Medicine Company was a corpora- 
tion created and existing under the laws of the State of Tennessee, 
having its chief office and place of business at St. Louis, Mo.; that 
it had adopted for its use as a trade-mark on remedies for coughs, 
colds, etc., the letters ““L B Q”; that they had usually been arranged 
as shown in the accompanying facsimile in which is shown the let- 
ters ‘““LBQ” surrounded by a circle in elevation on a tablet; that the 
essential feature was the letters “L B Q”: that the trade-mark had 





GROVE LABORATORIES V. BREWER & CO. 259 


been used continuously by said corporation since about February 1, 
1898; that the class of merchandise to which the trade-mark was 
appropriated was medical compounds and the particular description 
of goods comprised in said class on which it is used by the corpora- 
tion is remedies for coughs, colds, headaches, and la grippe; that the 
mark is applied to the tablet containing the remedy either by press- 
ing the compound and producing the letters in elevation or by press- 
ing the compound and producing the letters in depression; and that 
“it was also used upon advertising matter and office stationery.” 
In the sworn declaration the declarant stated that he was vice-presi- 
dent of the corporation, the applicant named in the foregoing state- 
ment; that he verily believed that the foregoing statement was true 
as to the recitals contained therein and the facts stated; that said 
corporation had at that time a right to the use of the trade-mark 
described; that no other person, firm or corporation had a right to 
use the same, either in the identical form or in any such near resem- 
blance thereto as might be calculated to deceive; and that it was 
used by said corporation in commerce between the United States and 
Canada and that the description and facsimile presented for record 
truly represented the trade-mark sought to be registered. 

What we have just recited shows, as above stated, that the Paris 
Medicine Company of Tennessee, the plaintiff's predecessor, by its 
application and sworn statement complied with the requirements of 
Sections 1, 2 and 3 for registration under the Act of 1881, and the 
registration having issued, that the Commissioner of Patents, under 
the provisions of Section 3, “decided the presumptive lawfulness of 


the claim [of the Paris Medicine Company of Tennessee] to the 


alleged trade-mark.”” And being properly registered under the pro- 


visions of the Act its registration is prima facie evidence of owner- 
ship by the Paris Medicine Company of the trade-mark. 

This Act does not in terms or by reasonable implication exclude 
from registration a descriptive mark if the party applying had at 
the time a right to the use of the mark sought to be registered and 
no other person, firm or corporation had the right to such use “either 
in the identical form or in any such near resemblance thereto as 
might be calculated to deceive.”” At any rate we do not think that 
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the word “trade-mark” as used in the Act of 1881, was used in any 
more restricted sense than it is in the Act of 1920, which the Supreme 
Court had under consideration—in fact not in so restricted a sense, 
for the Act of 1920 was more restricted in this regard than the Act 
of 1881. 

Furthermore, the evidence in this case shows and we find that 
the mark “L B Q” was appropriated and used by the Paris Medicine 
Company of Tennessee on its tablets and the labels on its boxes in 
the sale of its remedy and had been so used by that corporation from 
about February 1, 1893, to May 2, 1899, when registration No. 
32,803 issued; that, during that time, it had sold thousands of 
tablets yearly and the demand for the same grew more and more 
from year to year until 1897, when the sales amounted to more than 
eight million tablets a year, the same being sold throughout the 
United States and in trade with Canada and other foreign countries; 
that, during the pericd from the time it was first placed on the 
market until December 30, 1897, the Tennessee Company had ex- 
pended for advertising the same over $100,000 and before 1900 
more than $300,000; and since then it and its successor have ex- 
pended millions of dollars in advertising the remedy. 

The District Court found, and we find, that the letters “L B Q” 
as used in connection with the manufacture and sale of the tablets 
had, in the mind of the public, come to denote origin and ownership 
of the tablets by the Paris Medicine Company of Tennessee, at the 
time it applied for and obtained registration No. 32,803, May 2, 
1899, and distinguished its remedy from others of the same class. 

Under the Act of 1881 the burden is not upon the party to whom 
registration is granted to prove ownership, for the registration of a 
mark under that Act is prima facie evidence of ownership. The 
burden is on the defendant to disprove ownership. As to this the 
defendant went no further than to contend that the mark was de- 
scriptive. It produced no evidence to show that it had not come to 
to denote origin or that the Paris Medicine Company of Tennessee, 
at the time it applied for and received its registration (No. 32,803), 
had not the right to use the mark sought to be registered or that 
others had the lawful right to use it or make use of it. What it 
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proved was that one of its predecessors, Billings-Clapp Company, 
later adopted the letters “L P Q” and used them in marketing its 
remedy, embossed on its tablets and printed on the labels of its 
boxes. It attempted to prove that Billings-Clapp Company adopted 
and used the letters “L P Q” as early as 1902. But we find that 
there is no clear and convincing evidence that they did so before 
1904, which the catalogue of that company issued in 1904 discloses. 

It is also contended by the defendant that its predecessor, Bill- 
ings-Clapp Company, adopted and used the mark “L P Q” in good 
faith and without knowledge of the plaintiff’s use of the letters 
“IT. B Q” on its tablets and labels. But we find that this is not true 
and for reasons hereafter stated. 

The Paris Medicine Company of Delaware was incorporated 
December 1, 1919, and shortly thereafter took over all the business 
and property of the Paris Medicine Company of Tennessee, includ- 
ing its good-will. It also took an assignment of registration No. 
32,803 and had it duly recorded. Thereafter, on June 10, 1933, it 
applied for registration, under the Act of February 20, 1905, of the 
letters “L B Q” enclosed in a circle, and on October 24, 1933, 
registration No. 307,417 was issued to it for this mark. In its ap- 


‘er 


plication the Delaware Corporation stated that “The trade-mark 
has been continuously used by the applicant and applicant’s prede- 
cessors from whom title is derived, since about February 1, 1893’'; 
and is “usually employed by means of a printed or lithographed 
label or wrapper placed upon the boxes in which the goods are 
packed.” 

Under the Act of 1905, as under the Act of 1881, it is presumed, 
from the issuance of registration, that all the requirements of the 
Act preliminary to registration had been complied with (see Sections 
6, 7, 8 and 9 of Act 1905), and, in the absence of any evidence to the 
contrary, we find that they were in fact complied with. 

The Act of 1905, in its first four sections does not differ ma- 
terially from the provisions of the Act of 1881, except that in Sec- 
tion 1 the owner of a trade-mark domiciled in the United States is 


allowed registration where the trade-mark is used in commerce 
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among the several states, as well as where it is used in commerce 


with foreign nations and with the Indian tribes. Section 5 provides: 


- 


Sec. 5. That no mark by which the goods of the owner of the mark may 
be distinguished from other goods of the same class shall be refused regis- 
tration as a trade-mark on account of the nature of such mark— 








and then goes on in subsections (a) and (b) and the first proviso 


to designate what marks shall not be registered at all under the Act; 


















and in the second proviso states that “no mark which consists . . . 
merely in words or devices which are descriptive of the goods with 
which they are used ... . shall be registered under the terms of 
this Act.” The first sentence and the second proviso are, without 
doubt, the provisions of the Act of 1905 under which registration 
No. 307,417 of October 24, 1933, was issued. When these two provi- 
sions are read in connection with one another it is apparent that by 
them it was intended to restrict only the registration of a mark that 
is merely descriptive of the goods with which it is used, not one 
which, by use on a particular class of goods had come to denote 
origin; that such a mark is not merely descriptive but one of the 
character that the first sentence of Section 5 provides should not be 
“refused registration,’ for, having come to denote origin, it had 
come also to distinguish the goods of the plaintiff from goods of 
others of the same class. We regard this registration as* having 
been properly issued and as protecting the plaintiff’s right in the 
mark. 

The remedial provisions of the 1905 Act are found in Section 16, 
17, 18, 19, and 23. Section 16, like Section 7 of the Act of 1881, 
provides among other things, that registration of a trade-mark 
under the provisions of the Act shall be prima facie evidence of 
ownership, and in Section 29 that “The term ‘trade-mark’ includes 
any mark which is entitled to registration under the terms of this 
Act and whether registered or not... .” 

There can be no doubt that the letters “L B Q,” shown to have 
been used by the plaintiff and its predecessor continuously for about 
forty years at the time registration No. 307,417 of October 24, 













1933, was issued, and in connection with the sale of their medicinal 


remedy, had in the mind of the public come to denote origin and own- 
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ership by the plaintiff, as well as by the Paris Medicine Company of 
lennessee, and to distinguish its remedy from others of the same 
class. 

As to the question of infringement it appears that the defendant's 
tablets are of the same color, size, shape and thickness—being 
thicker at the center than at the edge of the same as the plaintiff's 
are; and, like the plaintiff's, have the letters ‘““L P Q” embossed upon 
them—not depressed. The labels of the defendant’s present box 
bear the letters “L P Q.” They also bear the words “Laxative 
Phospho Quinine,” the words “14 Gr. Acetanilid in each Tablet,” 
and “Used for Colds and Simple Headaches.” The plaintiff's 
labels, in addition to having thereon the letters “L B Q,’ and 
“Laxative Bromo Quinine,’ have the words “Each Tablet contains 
| Grain Acetanilide,” and also the words “For Colds and Simple 
Headaches.” 

It is to be noted, in considering this question, that the plaintiff's 
label was adopted and used for a number Of years prior to the adop- 
tion and use of the defendant’s label and the remedy was widely 
advertised and sold throughout the United States, and particularly 
the New England states and the larger cities like Boston, where 
Billings-Clapp Company conducted its business, and Worcester, 
where Brewer & Company did the same. And it is difficult to believe 
that Billings-Clapp Company, when it adopted the label, and Brewer 
& Company, when, as the evidence shows, it changed from time to 
time the words on the label, did not have before them the plaintiff's 
label both at the time of the adoption and when the changes were 
made in the language employed on the label. The letters “L P Q,” 
both in appearance and sound, are strikingly like the letters “L B Q,” 
as are the words “Laxative Phospho Quinine” like “Laxative Bromo 
Quinine.” The letters, taken in connection with the attendant 
words, are certainly a colorable imitation likely to deceive an in- 
tending purchaser of the plaintiff's remedy; and it is not to be for- 
gotten that while the present label of the plaintiff bears the words 
“Each tablet contains 1 Grain Acetanilide,’ both kinds of the de- 
fendant’s labels bear the words “14 Gr. Acetanilid in each Tablet” ; 
and while the plaintiff’s label states “For Colds and Simple Head- 
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aches” the defendant’s present label says “Used for Colds and 
Simple Headaches.” 

Back in 1904, when Billings-Clapp Company adopted its label 
bearing the words “Laxative Phospho Quinine’ and the letters 
“L P Q,” we find that the plaintiff’s label had then for some years 
borne the words “Laxative Bromo Quinine,” the letters “L B Q,” 
and the words “For La Grippe and Colds,’ and also the words, 
“Does not affect the Head like Sulphate of Quinine” ; while the label 
as adopted by Billings-Clapp Company bore also the words “For 
La Grippe, Colds, etc.” and the words “Superior to Sulphate of 
Quinine in every way.” The adoption of these two last phrases 
shows that Billings-Clapp Company undoubtedly had the label of 
the Paris Medicine Company before it at the time it adopted its 
label. It will be noted that at that time neither the Billings-Clapp 
label nor the label of the Tennessee Company said anything about 
the tablet of either party containing “1 Grain Acetanilide” or “4 
Gr. Acetanilid,”’ or anything about their being used “For Colds and 
Simple Headaches.” But the evidence shows that in 1912 the plain- 
tiff’s predecessor changed from “‘La Grippe and Colds” to “Colds 
and Simple Headaches’’; and added the words “Each Tablet con- 
tains 1 Grain Acetanilide” and left off the phrase “Does not affect 
the head like Sulphate of Quinine,” and therafter Brewer & Com- 
pany (who in 1911 had acquired the rights of Billings-Clapp Com- 
pany) changed its label from “La Grippe, Colds, etc.” to “For 
Colds and Simple Headaches,” added “14 Gr. Acetanilid in each 
Tablet,” and left off the words “Superior to Sulphate of Quinine in 
every way.” 

When one considers these facts, all of which appear on the 
respective labels during the period from 1902 down to the bringing 
of this suit, he cannot reasonably believe that Billings-Clapp Com- 
pany in 1904 adopted its label in good faith, without knowledge of 
the label of the plaintiff’s predecessor, and with no intention of in- 
vading the rights of its owner. And the same is true in regard to 
Brewer & Company during the period from 1912 to the bringing of 
this suit, for its acts in changing the statements on its labels to meet 
the changes on the labels of the plaintiff's predecessor, as above 
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noted, show that it was fully informed about the plaintiff's predeces- 
sor’s label and the changes made in it, and changed its labels so that 
they would more readily deceive the purchasing public and injure 
the good-will of the owner of the mark. 

In other words Billings-Clapp Company adopted its label with 
the purpose and intention of invading the Paris Medicine Company's 
good-will and deceiving the purchasing public, and Brewer & Com- 
pany made the changes in its labels for the same purpose and with 
the same intent. 

Our conclusion is that the defendant has infringed the plaintiff's 
registered trade-mark and has done so wilfully and with an inten- 
tion to defraud. 

We are satisfied that neither the plaintiff nor its predecessor ever 
lost its trade-mark rights in “L B Q” by abandonment, non-user, 
laches or acquiescence. As said by the Supreme Court in Hanover 
Milling Company v. Metcalf, 240 U. S. 403, at 419 [6 T.-M. Rep. 
149]: 

Abandonment, in the strict sense, rests upon intent to abandon; and we 
have no purpose to qualify the authority of Saxlehner v. Eisner, 179 U. S. 
19, 31, to that effect. As to laches and acquiescence, it has been repeatedly 
held, in cases where defendants acted fraudulently or with knowledge of 
plaintiffs’ rights, that relief by injunction would be accorded although an 
accounting of profits should be denied. McLean v. Fleming, 96 U. S. 245, 
257; Menendez v. Holt, 128 U. S. 514, 523; Sazvlehner v. Eisner, 179 U. S. 
19, 39. So much must be regarded as settled. 

We are also satisfied that the plaintiff is not estopped to assert 
infringement of its mark, for the defendant to the extent that it has 
built up its trade has. not done so in good faith and without notice 
of the plaintiff's mark, but with knowledge and in fraud of the 
plaintiff's rights. Hanover Milling Co. v. Metcalf, supra, p. 419. 

About two years after this suit was brought and the defendant's 
answer filed, the defendant presented a motion for leave to amend its 
answer and to set up as a further defense that the plaintiff had regu- 
larly inserted in its boxes of tablets a circular containing statements 
as to the nature and effect of its tablets, which the defendant averred 
were misleading and likely to deceive the public. This motion was 
denied, subject to exception. This is assigned as error. The answer 
to this is that it was discretionary with the court whether it would 
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allow the amendment or not, and nearly two years having elapsed 
since the suit was begun and the answer filed, no abuse of discretion 
is shown. 


It is also assigned as error that the District Court “erred in re- 
fusing to rule that the plaintiff was not entitled to relief in a court 
of equity because it had, in its advertising and leaflets enclosed in 
its packages, misrepresented the efficacy of its tablets in the treat- 
ment of colds and other disorders.” The court did not err in refus- 
ing to rule that the plaintiff was not entitled to relief on this ground. 
Whatever evidence the depositions may have contained bearing 


upon this question was not open to consideration, for it was not 
relevant to any issue in the case raised by the answer, the proposed 
amendment not having been allowed. 

Our prior decree of September 27, 1938, is vacated ; the decree of 
the District Court is vacated, and it is ordered: (1) that the plain- 
tiff is the sole owner and entitled to the exclusive use of the trade- 
mark “L B Q” as applied to medicinal tablets for colds, headaches, 
etc., and as applied to the labels on its boxes; (2) that it has a good 
and valid registered trade-mark and that the defendant has infringed 
plaintiff's trade-mark by manufacturing and selling medicinal 
tablets for the relief of colds, etc., embossed or stamped with the let- 
ters “L P Q,” and in selling and disposing of medicinal tablets for 
the relief of colds, etc., not so embossed or marked, in boxes stamped 
or marked with the letters “L P Q”’; (8) that a permanent injunc- 
tion issue enjoining the defendant from making, compounding, ad- 
vertising, selling, offering for sale, or in any. manner disposing of 
any medicinal tablets embossed or stamped or otherwise marked with 
the letters “L P Q” or any combination of such letters, and from sell- 
ing or offering for sale or in any manner disposing of any medicinal 
tablets, not so embossed or stamped or marked, in boxes stamped or 
marked with the letters “L P Q” or combination of such letters, 
with or without the words “Laxative Phospho Quinine”’ printed or 
stamped thereon; and (4) that all other relief in the way of 
damages or an accounting is denied. 

The plaintiff will recover costs in this court and the court below. 
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DistILLerRs Branps, Inc. v. THe AMeErRIcAN DistTILLING CoMPANY 
United States District Court, Southern District of New York 


October 14, 1938 


Trape-Marks—Wuo May Have—*“Krno’s Prme”—Ownersuip By Distrisv- 
ToR oF Goons. 

Where a trade-mark indicates a distributor of merchandise rather 
than the maker, it is the distributor who acquires the trade-mark rights, 
for the public associates the goods so marked with the distributor and 
does not know the identity of the maker. Therefore, where plaintiff 
sold whiskey to the King Company bearing labels with the trade-mark 
“King’s Pride” and the distributors name, held that the King Company 
rather than the plaintiff was the owner of the mark and plaintiff had no 
rights therein. 


Unrair Competirion—ABsENCE OF Goop-WILL IN PLAINTIFF. 
In the case at issue, where plaintiff merely made and sold whiskey to 
King Company, the good-will inured to the latter company, which had 
a right to buy whiskey where it pleased and sell it under its own trade- 
mark. Therefore, by buying its “King’s Pride” whiskey from defendant, 
instead of plaintiff, the King Company infringed no right of the plain- 
tiff, nor was guilty of unfair competition. 
In equity. Action for alleged trade-mark infringement and un- 
fair competition. Bill dismissed. 
Milbank, Tweed § Hope (John A. Kelly and F. Trowbridge 
Vom Baur, of counsel), all of New York City, for plaintiff. 
Watson, Bristol, Johnson §& Leavenworth (D. A. Woodcock, of 


counsel), all of New York City, for defendant. 


Patterson, D. J.: The plaintiff brought suit for injunction and 
accounting of profits because of alleged infringement of trade-mark 
and unfair competition. Suit was commenced in the state court and 
removed for diversity of citizenship. 

The plaintiff, a bottler of whiskey, had as a customer King Dis- 
tributing Company, a concern in the liquor business in Florida. In 
the fall of 1984 the King Company asked the plaintiff to suggest a 
distinctive name and to prepare special labels for whiskey to be 
bottled and delivered to it. The plaintiff suggested the name “King’s 
Pride” and submitted samples of labels for the bottles. The King 
Company having indicated approval, the whiskey thereafter sold to 
it by the plaintiff bore the name “King’s Pride” and carried the 


labels agreed upon. The front label contained the words, “King’s 
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Pride Straight Whiskey, Bottled for King Distributing Co., Jack- 
sonville, Florida.”” The back label was: “King’s Pride. Tasted and 
tested to assure highest quality, mellow flavor and freedom from 
deleterious ingredients. William H. Yates, Chem. King Dist’g Co.” 
The plaintiff's name did not appear on the labels or elsewhere on 
the bottles, and it sold no whiskey so named to any other customer. 
The King Company proceeded to build up a trade in the “King’s 
Pride” whiskey. 

A few months later, in March, 1935, the King Company began 
to buy whiskey from the defendant. It sent the defendant labels 
that were practically identical to those on the whiskey it had been 
purchasing from the plaintiff and instructed the defendant to place 
them on the bottles of whiskey to be delivered. The defendant made 
up the labels as instructed and sold bottles of whiskey so labelled to 
the King Company which in turn supplied them to its customers. 
The plaintiff insists that the defendant’s conduct was an infringe- 
ment of trade-mark and amounted to unfair competition. 

On the facts in evidence the trade-mark “King’s Pride” un- 
doubtedly belonged to the King Company, not to the plaintiff. The 
bottles bore the mark “King’s Pride,’ followed by the words “Bot- 
tled for King Distributing Company,” and carried no mention of the 
plaintiff. The mark itself, “King’s Pride,” is internal evidence that 
it was the mark of the King Company, and the collocation of the 
mark with the name of the King Company on the labels makes un- 
mistakable the fact that it was the mark of the King Company. So 
far as consumers were concerned, the distiller and the bottler were 
anonymous. The King’s Pride whiskey had only the sponsorship of 
the King Company as distributor. Where a trade-mark indicates a 
distributor of merchandise rather than the maker, it is the distributor 
who acquires the trade-mark rights. For the public associates the 
goods so marked with the distributor and knows not the identity of 
the maker. Menendez v. Holt, 128 U. S. 514; Checker Cab Mfg. 
Corporation v. Green Cab Co., 35 F. (2d) 681 (C. C. A. 6) [20 
T.-M. Rep. 20]; Michigan Condensed Milk Co. v. Kenneweg Co., 
30 App. D. C. 491; Nelson v. Winchell § Co., 203 Mass. 75; Nims 
on Unfair Competition and Trade-Marks (3rd Ed.), Sections 193, 
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212. The fact that it was the plaintiff who suggested the adoption 
of “King’s Pride” as a trade-mark for the King Company amounts 
to nothing. The plaintiff was bound to know that the trade-mark as 
shown on the labels would become the brand of the King Company. 
So the plaintiff had no trade-mark rights in “King’s Pride” whiskey. 

The claim of unfair competition is likewise without merit. And 
good-will in “King’s Pride’’ whiskey was the good-will of the King 
Company. That concern unquestionably had the right to buy whis- 
key where it pleased and to sell such whiskey under its own trade- 
mark and labels, without let or hindrance from the plaintiff. By the 
same token, the defendant infringed no right of the plaintiff, did 
nothing unfair when it followed the instructions of the King Com- 
pany and placed the “King’s Pride” labels on whiskey sold to the 
King Company. Under such circumstances it is fantastic to say 
that there was a palming off of the defendant’s goods as those of 
the plaintiff. 

The plaintiff makes the point that “William H. Yates, Chem.” 
is a chemist in its employ and that this name appeared on the labels 
of whiskey sold by the defendant to the King Company. The point 
is of trifling importance. It is not contended that consumers knew 
that Yates was connected with plaintiff or that the presence of his 
name identified the product to the public as a product bottled by the 
plaintiff. The position of the Yates name on the labels, directly 
above the name of the King Company, would naturally lead to a be- 
lief that he was connected with the King Company. That was the 
defendant’s belief until it was advised differently by the plaintiff, 
and after such advice the defendant dropped this name from the 
labels. 

Reliance is placed by the plaintiff on Shaver v. Heller & Merz 
Co., 108 Fed. 821 (C. C. A. 8). The facts there were different. In 
the Shaver case the names used by the jobber were evidently names 
under which the manufacterer had previously sold goods to the 


public, and the jobber admittedly used the manufacturer’s trade- 
mark, 
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The bill will be dismissed on the merits, with costs to the de- 


fendant. Findings and conclusions in line with this opinion may be 
submitted. 


CALVERT DistTiILLERS CORPORATION V. STOCKMAN 
(26 F. Supp. 73) 


United States District Court, Eastern District of New York 


January 17, 1939 


Unram CompetTirion—Srate Fair Trape Act, New YorK—SaAte or Goops 
Betow Fixep Price—Svuirs—DeErenses. 

In a suit for an injunction brought under the State Fair Trade Act, 
the fact that other dealers without plaintiff’s permission have cut prices, 
does not justify the defendant in so doing. 

Unrair Comretirion—Srate Fam Trape Act—P vaintirr’s Responsisiviry. 

In the case at issue, plaintiff was not required to proceed against 
every retailer found to be cutting prices. 

Unrair Competrrion—Srate Farr Trape Acr—Derenpant’s Remepy. 

If defendant has knowledge of any sales of the goods in question at 

cut prices, he has a legal remedy and may procure an injunction and 


damages. 

In equity. Action to enforce the New York Fair Trade Act and 
to restrain defendant from selling plaintiff's goods at less than the 
minimum prices. On motion for temporary injunction. Motion 
granted. 


White §& Case and Orison S. Marden (Orison S. Marden, of 
counsel), all of New York City, for plaintiff. 
Murray Stockman, of Forest Hills, N. Y., for defendant. 


Moscowitz, D. J.: This is an application made by Calvert Dis- 
tillers Corporation, the plaintiff herein, restraining Martin Stock- 
man, the defendant herein, his servants, agents and employees from 
advertising, or offering for sale or selling alcoholic liquors dis- 
tributed by plaintiff, its parent and affiliated corporations, at prices 
below the minimum prices fixed by the plaintiff for the resale of 
merchandise at retail, pursuant to existing so-called Fair Trade con- 
tracts in force in this State between plaintiff and most of the retail 
liquor dealers. 





CALVERT DISTILLERS CORP. V. STOCKMAN 271 


The authority for this action is Section 2 of the Feld-Crawford 
Act of the State of New York (Chapter 976 of the New York Laws 
of 1985, Unconsol. Laws, Section 2202), which declares that the 
cut-rate sales of branded products by one who has notice of “Fair 
Trade” contracts fixing the resale prices of such products amounts 
to unfair competition. 

Plaintiff is the owner and distributer of alcoholic liquors which 
bear the trade-marks, brands and names of the plaintiff and its 
affliated corporations. Plaintiff's brands are well known to the 
public. The plaintiff has expended and is expending large sums of 
money in advertising and selling its product. 

Pursuant to Section 1 of the Fair Trade Act, known as the Feld- 
Crawford Act, Unconsol. Laws, Section 2201, plaintiff has entered 
into standard contracts with retail dealers throughout New York 
State, which agreements fix the resale prices of the alcoholic liquors 
sold and distributed by the plaintiff to the public in accordance with 
schedules of prices issued from time to time by the plaintiff. 

It is conceded that on or about March 9, 1937, defendant re- 
ceived written notice from the plaintiff of the existence of the agree- 
ments and delivered to the defendant a copy of the standard agree- 
ment annexed to the complaint, marked Exhibit A, together with a 
copy of the minimum retail price schedule then in force. Further- 
more, it appears that employees of the plaintiff have on several oc- 
casions notified defendant of the existence of “Fair Trade” contracts 
and of the minimum prices of plaintiff's brand of products. Plain- 
tiff has issued price schedules from time to time, fixing the minimum 
resale prices of its brand of products. 

Defendant operates a large liquor store at 71-47 Austin Street, 
Forest Hills, Long Island. Although he sells the plaintiff's prod- 
uct, he has refused to execute one of the standard agreements. It is 
not in dispute that the defendant has been engaged in selling plain- 
tiff’s liquor at prices lower than the prices fixed by the plaintiff. 

Judge Shientag, in the cases of Calvert Distillers Corporation v. 
Nussbaum Liquor Store, Inc., and Seagram Distillers Corporation 
v. Nussbaum Liquor Store, Inc., 166 Misc. 342, 2 N. Y. S. 2d 320, 
in a well-considered opinion, has formulated certain “rules” which 
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he deemed applicable to the issues in those cases which were brought 
under Section 2 of the Feld-Crawford Act. These “rules” are so 
well formulated that I shall adopt the same as applicable to this 
case. They are as follows [ page 324]: 


1. The suit may be instituted by the owner or holder of the brands or 
marks or by one having the exclusive right to use such marks in a given 
territory. 

2. The resale price sought to be maintained must be a fixed price or a 
stipulated price, not merely a price suggested or recommended by the owner 
or producer. 

3. Notice of the fixed prices and of changes thereof must be given to all 
who are sought to be bound thereby, and this applies not alone to direct 
changes in prices, but also to changes in discounts and other general business 
practices reflected in the price of the commodity. 

4. To invoke the Fair Trade Act it is unnecessary that agreements 
providing for the maintenance of fixed resale prices be made with all or 
substantially all of the dealers in a commodity. It is enough if there are 
agreements made, indicating an intention to resort to the provisions of the 
act. Nor is it necessary for the owner or producer to sell directly to the 
retailer; he may deal with a wholesaler who in turn sells to the retailer. 

5. A dealer who does not sign a price maintenance agreement is just as 
amenable to the act as one who does sign. Before any relief may be ob- 
tained against him, however, it must appear that he had notice of the fixed 
prices and of all changes thereof at the time of sale. 

6. Implicit in the statute is the requirement that the prices fixed for re- 
sale by retailers be uniform in any one competitive area. Implicit also is the 
requirement that there shall be no unfair discrimination in prices to re- 
tailers. That does not preclude discounts or fair variations in prices having 
a general application in the trade based, for example, upon quantity sold 
or time of payment. 

7. A producer or owner invoking the statute is not required as a matter 
of law to resort to legal process against every violator of its provisions or 
of the contracts made pursuant thereto before he can enforce a remedy 
against any one violator. . .. At least where he does not resort to legal 
action, the producer is required to use reasonable diligence to see to it that 
none of his products continue to be sold to a retailer who cuts prices after 
the producer has notice of such violation. In the last analysis it all comes 
down to a question of whether the producer or owner by his acts or con- 
duct, whether of commission or omission, may be said to have waived or 
abandoned his rights, with respect to all retailers, under the statute or 
agreements made thereunder. He will not be allowed directly or indirectly 
to discriminate unfairly. In availing himself of the benefits of the statute 
he must accept its burdens. The Fair Trade Act in its very essence calls 
for uniform enforcement without discrimination or favoritism. The pro- 
ducer cannot act arbitrarily in enforcing observance of fixed prices. There 
must be a sincere and diligent effort to prevent price cutting of branded 
products through legal process if necessary. 

8. A dealer not signing a fair trade agreement may not take advantage 
of the producer’s alleged breach of contracts made with others unless those 
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violations amount to improper discrimination, unfair business practices or 
indicate an acquiescence in the unlawful cutting of prices or a waiver or 
abandonment of rights under the statute. 

9. The only practical method of securing any kind of enforcement of 
the statute as now drawn is by way of injunctive relief. To obtain such 
relief under the statute it is unnecessary, generally speaking, for the owner 
or producer to prove the actual damage sustained. It is sufficient to 
establish that there is in existence a “good-will” to be protected and injury 
thereto will ordinarily be presumed if there is unlawful price cutting. 


The purpose of the Act was to prevent disastrous price cutting 
and the destruction of the good-will of a business. Its constitu- 
tionality is no longer open to question. Bourjois Sales Corporation 
v. Dorfman, 273 N. Y. 167, 7 N. E. 2d 30, 110 A. L. R. 1411. The 
solicitors for the plaintiff in their brief state that the Fair Trade 
Acts are now the law in forty-two states. 

The defendant contends that the plaintiff is not entitled to in- 


junctive relief on the following grounds: 


1. That the plaintiff has prior to the commencement of the action sold 
and still continues to sell the liquors described in the complaint and moving 
affidavits at prices below those mentioned and described in its “Fair Trade” 
contracts, and thus enters into unfair competition with the defendant herein. 

2. That the plaintiff is discriminatory in its dealings with various re- 
tail dealers in that it allows different discounts to different dealers; in that 
it sells its liquors at different prices to different dealers, in that it fails to 
use due diligence in maintaining uniform prices; in that it favors certain 
liquor stores in specified localities. 

3. That the plaintiff has failed to use due diligence in enforcing its so- 
called “Fair Trade Agreements,” and that the plaintiff does not use good 
faith in its attempt to enforce the so-called “Fair Trade Agreements.” 


There is no evidence before the Court justifying the contentions 
made by the defendant. The fact that other dealers, without plain- 
tiff’s permission, have cut prices, cannot justify the defendant in 
so doing. Actiengesellschaft, etc. v. Amberg, 3 Cir., 109 Fed. 151; 


American Tobacco Co. v. Polacsek, C.C., 170 Fed. 117; Calvert Dis- 


tillers Corporation v. Nussbaum Liquor Store, Inc., supra; Calvert 


Distilling Co. v. Brandon, D. C., 24 F. Supp. 857. 


If the defendant has knowledge of any sales at cut prices, he has 
a legal remedy and may procure an injunction and damages. Port 
Chester Wine §& Liquor Shop v. Miller Bros., 253 App. Div. 188, 1 
N. Y. S. 2d 802. 
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While the plaintiff did proceed against every retailer found to 
be cutting prices, it was not required to do so. National Distillers 
Products Corporation v. Columbus Circle Liquor Stores, Inc., 166 
Misc. 719, 2 N. Y. S. 2d 319. Plaintiff has apparently done all it 
could do to stop price cutting and it has brought actions in all cases 
that were called to its attention, seeking injunctions. 

No harm could come to the defendant by the granting of an in- 
junction herein. Great harm can come to the plaintiff if an injunc- 
tion is denied. This case can be tried at once as the calendar is 
practically up to date. 

Motion for an injunction will be granted. The amount of the 
bond will be fixed upon the settlement of the order. 

Settle order on notice. 





Marvio Mitts, Inc. v. Marvet Mitts, INc. 
New York Supreme Court, Special Term, Part IV 
March 31, 1939 


Unram Competirion—‘Marvio” anp “Marveit”—Corporate Names—Con- 
FUSING TERMS. 

After plaintiff had incorporated and for ten years had been doing 
business under the name Marvlo Mills, Inc., the adoption and use by 
defendant of the word “Marvel” in its corporate name, held unfair com- 
petition and was enjoined. 

Unrarr Competrrion—Use or ConrusInc NaME In Non-Competitive Busi- 
NESS. 

The mere fact that the business of the plaintiff and of the defendant 
differ held of no consequence in the case at issue. 

In equity. Action for unfair competition in the use of a cor- 
porate name. Injunction granted. 

Cori.to, J.: This action in which the plaintiff is seeking an in- 
junction to restrain the defendant from using its name on the ground 
of unfair competition was submitted to this court on an agreed state- 
ment of facts. Plaintiff has waived any claim for damages. 

The facts conceded are as follows: The plaintiff Marvlo Mills, 
Inc., is a New York corporation incorporated on December 15, 1925. 


The defendant Marvel Mills, Inc., is also a New York corporation, 
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incorporated on June 8, 1938. The certificate of the plaintiff was 
recorded with those relating to names of corporations in the Trade- 
Mark Division of the United States Patent Office on April 29, 1937. 
The plaintiff is engaged in the business of converting and selling 
cotton and other textile fabrics and its sales over the past ten years 
have averaged about two and one-half million dollars a year. Its 
products are sold throughout the United States, and not only does 
it advertise under the name of “Marvlo’” but also by concerns from 
whom it buys its material, such as American Viscose Corp’n, Na- 
tional American Rayon Corp’n, American Bemberg Corporation and 
Dupont. The name “Marvlo” is featured in the conduct of this busi- 
ness. 

The defendant before taking the name Marvel Mills, Inc., sub- 
mitted the following list of names to the Secretary of State: “United 
Mills, Inc.,” ““New Bedford Mills, Inc.,” “Associated Mills, Inc.” 
and “United Mills of New Bedford” and was informed that these 
names were not available for use in the State of New York. It then 
submitted the following names: ‘Fidelity Mills, Inc.,” “Alpha Mills, 
Inc.,” “Marvel Mills, Inc.,” “Liberty Mills, Inc.,” “New England 
Mills, Inc.,”’ “Easton Mills, Inc.,” “Metro Mills,’ “Master Mills, 
Inc.,” ““Modern Mills, Inc.,” “Great American Mills, Inc.” and “In- 
tegrity Mills, Inc.’ The Secretary of State then advised that the 
name “Marvel Mills, Inc.” was available for use and was adopted 
by the defendant. The defendant’s business consists of an em- 
broidery business. It does its embroidering in New Bedford, Mass., 
and its selling in New York. It embroiders pillow cases, bed sheets 
and dress goods. The embroidered pillows and bed sheets are only 
sold wholesale to jobbers and the embroidered dress goods are made 
for dress manufacturers. The embroidery is done on cotton goods, 
wool rayon and all kinds of textiles. 

The plaintiff first became aware of the defendant’s name on 
August 10, 1938, when a notice appeared in the Womans Wear 
Daily, a trade publication, of the defendant’s incorporation and the 
fact that it had taken over the plant of the United Lace and Em- 
broidery Co. A notification to discontinue the use of the name was 
immediately sent by the plaintiff. Confusion evidently exists 
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although neither company is in competition with the other. The 
court finds from the facts as stipulated that the defendant did not 
deliberately choose its name for the purpose of obtaining any ad- 
vantage of the good-will that had been built up by the plaintiff. 
However, it will be observed that the names themselves are almost 
identical. Each name contains thirteen letters, twelve of which are 
exactly alike. The pronunciation of each word “Marvel” and 
“Marvlo” sound similar enough to cause confusion, and “Marvlo” 
is a sufficient imitation of ‘““Marvel’” to mislead, even if it was not 
done deliberately. The mere fact that the business of the plaintiff 
and defendant differ is of no consequence. Mr. Justice McCook, 
in Yardley of London, Inc. v. Yardley Stores, Inc. [29 T.-M. Rep. 
37], correctly stated the law on that proposition: 


There can be no competition, is the argument, and therefore no remedy. 
Such has not been the law for more than ten years. The federal and state 
courts are in harmony. Defendant has cited no current authorities in its 
favor, for there are none. On the other side the precedents are abundant, 
and it is necessary to mention a few only where the sharpest contrasts or 
unlike products were held of no avail to defeat relief; radio sets versus 
razor blades (Philadelphia, etc., Co. v. Mindlin, 163 Misc. 52); tobacco ac- 
cessories versus shirts (Alfred Dunhill, etc. v. Dunhill Shirt Shop, Inc., 3 
Fed. Supp. 4870) ; jewelry versus motion pictures (Tiffany § Co. v. Tiffany 
Productions, Inc., 147 Misc. 679, 237 App. Div. 801, 262 N. Y. 482) [23 
T.-M. Rep. 117]; meat products versus rubber tires (Armour § Co. v. Mas- 
ter Tire & Rubber Co., 34 F. [2d] 201); magazines versus hats (Vogue 
Company v. Thompson-Hudson Co., 300 Fed. 509, 293 U. S. 706) [15 T.-M. 
Rep. 1]; cameras versus bicycles (Eastman, etc. Co. v. Griffiths Cycle Corp., 
15 R. P. C. 105). 


The name “Marvlo” is an arbitrary or fanciful designation and 
is capable of exclusive appropriation as a trade-mark, and the word 
“Marvel” is sufficiently similar to be enjoined in view of the prior 
usage of the word “Marvlo” by plaintiff. 

Judgement for plaintiff. Findings passed upon. Settle judg- 
ment and decision on one day’s notice. 





BEST & CO. V. GOETZ, KRUMSCHEID & KILBAN 


° 
Best & Company, Inc. v. Goetz, Krumscueip & KILBAN 


New York Supreme Court, Special Term, Part IV 


March 81, 1939 


Trape-Mark INFRINGEMENT AND Unrair ComMPetTITION—“SHIRTMAKER” AND 
“Suirt-Cutrer’—Conriictinc Marks. 

Plaintiff and its predecessors have been engaged for the past sixty 
years in conducting a retail store for men’s, women’s and children’s 
wearing apparel and, on April 23, 1926, adopted the words “Shirt- 
maker Frock” as a trade-mark for women’s and children’s dresses, which 
words it registered in the U. S. Patent Office, and built up a large trade 
thereunder throughout the United States. Defendants, manufacturers 
of dresses and blouses sold to retailers, in 1937 adopted and obtained 
registration of the words “The Shirt-Cutter” as a trade-mark for goods 
of the same type as plaintiff's. The respective trade-marks held con- 
fusingly similar and defendants held guilty of infringement and unfair 
competition. 

In equity. Action for trade-mark infringement and unfair com- 


petition. Injunction granted. 


Cotit.o, J.: This is an action for an injunction to restrain in- 
fringement of a trade-mark and unfair competition. 

The plaintiff and its predecessors for the past sixty years have 
been engaged in the retail apparel specialty store business. Plain- 
tiff maintains a retail establishment on Fifth Avenue, New York 
City, for the sale of women’s, children’s and men’s wearing apparel 
and accessories, and it conducts suburban and seasonal resort branch 
stores in many cities. 

On April 23, 1926, the plaintiff adopted and used the expres- 
sion “Shirtmaker Frock” for women’s and children’s dresses and 
secured registration shortly thereafter in the United States Patent 
Office under the Act of Congress of 1905 (Ch. 592, Feb. 20, 1905, 
33 U.S. Stat., 724-7381; U. S. Code, title 15, Secs. 81-109), which 
constituted prima facie evidence of plaintiff's title and sole and ex- 
clusive right to the trade-mark (U. S. Code, title 15, Sec. 96). 
During the past ten years plaintiff has particularly used and fea- 
tured the single word “Shirtmaker” as its trade-mark for a certain 
type of classic tailored dress and blouse for women. A label bear- 
ing the trade-mark is attached to each garment sold by the plaintiff 
to which the designation is applied. It has been extensively and 
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continuously advertised by plaintiff in newspapers, catalogues, 
magazines, rotogravures, and mail order and fashion booklets, and 
other advertising media circulated, not only in the City of New 
York, but also throughout the entire United States and elsewhere. 
Approximately $3,500,000 in “‘Shirtmaker” dresses and blouses have 
been sold by plaintiff since 1930. Although the word “Shirtmaker”’ 
is a proper word of the English language, it is entirely abritrary and 
fanciful in the use made of it by plaintiff, and there is ample evi- 
dence to establish that the trade-mark has become identified with 
plaintiff in the minds of the trade and the purchasing public and is 
accepted as indicating and meaning merchandise of a certain type 
sold and sold only by plaintiff. Large numbers of mail orders are 
continually being received by plaintiff which request “Shirtmaker” 
merchandise under that particular designation. 

The defendants are manufacturers of dresses and blouses which 
are sold to retailers who engage in business in direct competition 
with the plaintiff. Until August, 1937, the defendants did not 
apply any trade-mark to merchandise sold by them. At that time, 
which was two weeks after one of plaintiff's former employees had 
become employed by them, the defendants adopted and obtained 
registration of the trade-mark “The Shirt-Cutter” for merchandise 
of the same type as is sold by plaintiff under its trade-mark “‘Shirt- 
maker.” Both trade-marks begin with the word “‘shirt’’ and end 
with the letters “er.” They look and sound substantially alike, and 
the meaning and suggestion conveyed by each is almost precisely 
identical. It seems extraordinary that with an unlimited variety of 
names to select from the defendants’ inventive faculties were so 
limited that they could only select a word which is practically a 
synonym of plaintiff's nationally renowned mark. 

In my opinion there is sufficient similarity in the form, appear- 
ance, spelling, sound and meaning of the two trade-marks that the 
ordinary purchaser buying under usual conditions of trade in the 
average busy retail store with no opportunity for visual comparison 
is likely to be confused or misled. As a matter of fact, there is proof 
of actual palming off. Moreover, the defendants have authorized 
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and paid for advertisements by their retail customers which contain 
statements tending to confuse the purchasing public and which un- 
fairly trade upon the established reputation which plaintiff has 
created in its trade-mark. The defendants are guilty of trade-mark 
infringement and acts of unfair competition. 

The affirmative defenses interposed by the defendants are with- 
out merit and judgment is directed for the plaintiff. Findings of 
fact having been waived, the judgment submitted has been signed. 





Ketity Liguvor Company v. NATIONAL BROKERAGE COMPANY 
(Puitie Brum & Co., Inc., Assignee, Substituted) 
United States Court of Customs and Patent Appeals 

Interference No. 2744 
April 10, 1939 
Trape-Marks—INTERFERENCE—“CAMP NELSON” FOR WHisSKEY—Non-Use— 
EFFrect OF ASSIGNMENT. 
While non-use of a mark during the prohibition period does not con- 
stitute abandonment, nevertheless the mark may not be legally trans- 


ferred to another unless accompanied by some business with which the 
mark has been used. 


‘Trape-Marks—INTERFEREN CE—Parties—ComMMoN Stock OWNERSHIP. 
The fact that, in a prior interference proceeding, it appeared that 
the president of the interfering company held stock in, and controlled 
both companies, did not prevent the stock companies from being separate 


entities. 

On appeal from the decision of the Commissioner of Patents 
in an interfence proceeding. Reversed and remanded. For the 
Commissioner’s decision see 28 T.-M. Rep. 63. 


Lee L. Townshend, of Washington, D. C., for appellant. 
Herbert J. Jacobi and George C. Baldt, both of Washington, 
D. C., for appellee. 


Lenroot, J.: This is a trade-mark interference proceeding 
wherein the Commissioner of Patents found priority of use of the 
involved mark by appellee and adjudged that it was entitled to 
registration of the mark for which it applied, reversing the decision 
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of the Examiner of Interferences which adjudged that appellant 
was entitled to registration of its mark and that appellee was not 
entitled to registration of the mark for which it had made applica- 
tion. 

The interference arises between an application filed by National 
Brokerage Company, Inc. on October 9, 1933, for registration of 
the mark “Camp Nelson” for use upon whiskey, and an application 
of appellant filed on December 23, 1935, for registration of the 
same mark for use upon whiskey. Both applications were filed 
under the Trade-Mark Act of February 20, 1905. 

It appears that on January 22, 1937, Philip Blum & Company, 
Inc., was substituted as senior party herein as the assignee of record 
of the National Brokerage Company, Inc. 

Appellant in its application alleged use of said mark by it and 
its predecessors for whiskey since on or about May 15, 1913. Ap- 
pellee’s assignor alleged use of its mark for whiskey since October 
27, 19382. 

It will be observed that the marks of the parties and the goods 
upon which they are used are identical. 

It appears that, prior to the declaration of the interference 
before us, an interference (No. 2325) had been declared between 


appellee’s assignor and Kelly Brothers Company involving the same 


trade-mark that is here involved. The testimony taken in that in- 


terference was incorporated in the record before us on motion of 
appellant, and the decision of the Examiner of Interferences in said 
interference is also a part of the record herein. 

It appears from the decision of the Examiner of Interferences 
in said interference No. 2325 that the same was dissolved for the 
reason that it appeared from the testimony therein that Kelly 
Brothers Company was not actually using its mark in trade at the 
time of filing its application and had not been using it for a number 
of years prior thereto. 

It further appears from the record before us that appellant was 
incorporated in February, 1934, and its first use of the trade-mark 


in issue was in October of that year, or about twelve months sub- 
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sequent to the filing date of appellee’s assignor. For earlier use ap- 
pellant relies upon use of the mark by its alleged predecessors in 
interest. It further appears from the testimony on behalf of ap- 
pellant that from January 1, 1906, until June 30, 1919, when prohi- 
bition went into effect, the Kelly-Steinmetz Liquor Co., of which one 
Patrick J. Kelly was president, was actively engaged in the whole- 
sale liquor business in Minneapolis, Minn.; that in 1917 P. J. 
Bowlin & Son were engaged in the liquor business and had used 
the trade-mark “Camp Nelson” upon whiskey since 1913; that in 
1917 said P. J. Bowlin & Son sold to Kelly-Steinmetz Liquor 
Company its business and good-will, and in connection therewith 
the trade-mark “Camp Nelson”; that after the advent of prohibi- 
tion in 1919 the Kelly-Steinmetz Liquor Company did no business 
except to make one sale in 1924 of about 500 cases of liquor bear- 
ing the trade-mark “Camp Nelson” to the Minneapolis Drug Com- 
pany; that in January, 1920, the name of the Kelly-Steinmetz 
Liquor Company was changed by amendment of its articles of in- 
corporation to the Kelly Brothers Company. Appellant introduced 
in evidence a document, Exhibit F, bearing date May 26, 1930, the 
material part of which reads as follows: 


ASSIGNMENT OF TRADE-MARK CAMP NELSON FOR WHISKEY 


Whereas P. J. Bowlin & Son, of St. Paul, Minnesota, a corporation of 
Minnesota, did, on or about May 15, 1913, adopt and use trade mark Camp 
Nelson for Whiskey, and did uninterruptedly sell Whiskey in bottles and/or 
packages with the trade mark Camp Nelson applied thereto, in interstate 
commerce until on or about December 31, 1917; 

And whereas on or about December 31, 1917, said P. J. Bowlin & Son 
did sell said trade mark Camp Nelson for Whiskey and the good will of the 
business in connection with which said trade mark was used to The Kelly- 
Steinmetz Liquor Company, of Minneapolis, Minnesota, a corporation of 
Minnesota; 

And whereas said The Kelly-Steinmetz Liquor Company did uninter- 
ruptedly sell Whiskey in bottles and/or packages with the trade mark 
Camp Nelson applied thereto, in interstate commerce until restrained and 
restricted so to do by National Prohibition; 

And whereas the name of said The Kelly-Steinmetz Liquor Company 
was on January 10, 1920, changed to Kelly Brothers Company ; 

And whereas (Kelly Liquor Company, of Minneapolis, Minnesota,. a 
corporation of Minnesota, did on or about September 1, 1934, succeed to 
the possession of said trade mark Camp Nelson for Whiskey and the good 
will of the business in connection with which said trade mark was and is 
used, by assignment from said Kelly Brothers Company) ; 
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Now, Therefore, This Instrument Witnesseth: 

That said Kelly Liquor Company is now, and has been since on or about 
September 1, 1934, the sole and exclusive owner of trade mark Camp Nel- 
son for Whiskey, and the good will of the Whiskey business in connection 
with which said trade mark Camp Nelson is used; (it being the intention 
herein to acknowledge assignment by Kelly Brothers Company to Kelly 
Liquor Company, on or about September 1, 1934, of the trade mark Camp 
Nelson for Whiskey and the good-will of the business in connection with 
which said trade mark was and is used, and to by this instrument formally 
assign, under date September 1, 1934, said trade mark Camp Nelson for 
Whiskey and the good will of the business in connection with which said 
trade mark is used to said Kelly Liquor Company). 

Signed at Minneapolis, Minnesota, this 26th day of May, 1936. 

Ketty Broruers, 
By Parrick J. Ketty, 
President. 


Mr. Kelly testified that he was president and general manager 
of the Kelly-Steinmetz Liquor Company, later the Kelly Brothers 
Company, and Kelly Liquor Company, and owned virtually all of 
the stock of both companies. 

Mr. Kelly’s testimony in the instant interference was taken on 
June 13, 1936, about three weeks after the date of the assignment 
above quoted. He testified in part as follows: 


Q. 34. What is the business of the Kelly Brothers Company now? 
A. They have no particular business—they own real estate, stocks, bonds. 

Q. 35. Let me interrupt you. Are they in the liquor business? A. No. 

Q. 36. How long have they been out of the liquor business? A. I don't 
know just what you mean by that. 

Q. 37. Permit me to ask a further question, the Kelly Brothers Company 
have not been in the liquor business since the transaction of the carload of 
whiskey that you spoke about in 1924 or 1925. Is that right? A. They have 
not. 


Redirect examination. 


By Mr. Braddock: 


Q. 1. What you mean to say, Mr. Kelly, in answer to cross-question 37 
is that since the Louisville warehouse transaction in 1925 and the offer made 
to Rome Hopkins in 1931, Kelly Brothers Company has not actually sold 
any whiskey. Yes. 


The Examiner of Interferences held that in December, 1933, 
when the repeal of prohibition became effective, Kelly Brothers 


Company was the owner of the involved mark, in so far as its use by 
appellee’s assignor is concerned, and that said Exhibit F sufficiently 
evidenced the transfer of the interest possessed in the mark and its 
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appurtenant good-will by Kelly Brothers Company to the Kelly 
Liquor Company. The Examiner further expressed the opinion 
that the domination of both companies by Mr. Kelly indicated an 
intention on the part of the corporate persons interested to effect 
the transfer of the mark from Kelly Brothers Company to the Kelly 
Liquor Company, and hence awarded priority to appellant. 

In reversing this decision of the Examiner of Interferences, the 
Commissioner held that the recitals in Exhibit F afford no competent 
evidence that an assignment was made on or about September 1, 
1934, of the trade-mark and good-will of the business owned by 
Kelly Brothers Company to the Kelly Liquor Company, or com- 
petent evidence of an assignment at any time prior to the date of 
execution of Exhibit F. 

We are in agreement with the view of the Examiner of Inter- 
ferences that, when the repeal of prohibition became effective in 
December, 1933, Kelly Brothers Company was the owner of the 
involved trade-mark; and the fact that, while prohibition was in 
force, said trade-mark was not used, did not constitute an abandon- 
ment of the same. But a trade-mark can be transferred only in 
connection with the transfer of an existing business. A trade-mark 


is treated as merely a protection for good-will, and is not the sub- 


ject of property except in connection with an existing business. 
Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 [6 T.-M. Rep. 
149]; United States Ozone Co. v. United States Ozone Co. of 
America, 19 C. C. P. A. (Patents) 1256, 58 F. (2d) 1051 [22 T.-M. 
Rep. 304]. 


It is clear from the evidence that when appellant’s alleged pred- 


ecessor, Kelly Brothers Company, assigned to appellant the trade- 
mark “Camp Nelson’ and the “good-will of the business in connec- 
tion with which said trade-mark was and is used,” Kelly Brothers 
Company was not in any way engaged in the liquor business and had 
not been since 1924, when the sale hereinbefore referred to was made 
to the Minneapolis Drug Company. Appellant’s Exhibit F, herein- 
before quoted, does not recite the transfer of any business from 


Kelly Brothers Company to appellant, for the very obvious reason 
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that the former had no business to transfer at any time in 1934, or 
thereafter. 

The case of La Fayette Brewery, Inc. v. Rock Island Brewing 
Co., 24 C. C. P. A. (Patents) 925, 87 F. (2d) 489 [27 T.-M. Rep. 
240], involved a question very similar to that before us. There, as 
here, there was non-use of a trade-mark for many years by predeces- 
sors of the parties. In our opinion we said: 


The difficulty with appellant’s case, as we see it, is that its assignor had 
not, for at least eleven years prior to the transfer, had any business in con- 
necticn with which the marks are shown to have been used, and so it had 
no “good-will in connection therewith” to convey. The burden here rests 
upon appellant as the junior party, to establish its case, and, as observed by 
the Commissioner, any doubt must be resolved against it. Certain phases 
of the case of Brewster-Ideal Chocolate Co. v. Dairy Maid Confectionery 
Co., 20 C. C. P. A. (Patents) 848, 62 F. (2d) 844 [23 T.-M. Rep. 86], seem 
in point here. 

* * * 

However, there are some other phases which require consideration. As 
has been stated, the Commissioner held that the Old Tavern mark in use, 
first upon beer and later upon near beer, as has been recited, did not become 
abandoned by its non-use from 1928 to 1933, during the period when it was 
illegal to manufacture real beer. It is suggested, in substance, on behalf 
of appellant, that during the period when “Ye Tavern” was not being used. 
say from 1922 to 1933, the same condition as to illegality existed and that 
there was no more an abandonment of “Ye Tavern” than of “Old Tavern.” 

This question we need not determine, because we do not hold that 
abandonment of the mark by the National Fruit Juice Company resulted 
from its non-use during the period mentioned. Whatever may be the legal 
result of that, it is thought that abandonment did result from the transfer 
to appellant when it was not accompanied by the transfer of any business 
with which the mark is shown to have been used, and so appellant acquired 
no rights in the mark. 


We cite this case to the point that, notwithstanding the fact 
that non-use of a mark during the prohibition period does not con- 
stitute an abandonment of the mark, nevertheless the mark may not 


be legally transferred to another unless accompanied by the transfer 
of some business with which the mark is shown to have been used. 


While Kelly Brothers Company might have engaged in the 
liquor business after the repeal of prohibition and then sold such 
business to appellant, together with the good-will and trade-mark 
used in connection therewith, it did not do so. As hereinbefore 
noted, it appears from the record that on February 10, 1934, Kelly 
Brothers Company filed application for registration of the involved 
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trade-mark, and an interference was declared between said applica- 
tion and appellee’s application here involved. The interference was 
dissolved by the Examiner of Interferences upon the ground that 
Kelly Brothers Company was not actually using the mark in trade 
at the date of its application and its application was not prima facie 
allowable. 

In the case at bar the Examiner of Interferences seemed to be 
of the opinion that the fact that Patrick J. Kelly dominated both 
appellant and the Kelly Brothers Company had a bearing upon the 
question involved. In his decision he stated: 


. . . Furthermore, it appears from the testimony of the last named 
witness, that he has at all times been the majority stockholder and presi- 
dent of the Kelly Brothers Company and The Kelly Liquor Company, the 
junior party, and that both of these companies have all along been under 
his personal operation and control. If so, then it would prima facie seem 
that the exercise of continuous dominion by one of these corporations over 
property previously used in the business of the other would of itself in- 
dicate an intention on the part of the corporate persons interested to effect 
its transfer. . . 

We would observe with respect to the foregoing that the domina- 
tion of both companies by a common stockholder cannot affect the 
question here involved. Kelly created separate entities as a con- 
venience for his business, and he may not be heard to claim that, 
because of his common ownership of their stock, no distinction 
should be made between them. 

Appellant being the junior party, the burden was upon it to 
establish by a preponderance of evidence title to the involved trade- 
mark derived from Kelly Brothers Company. La Fayette Brewery, 
Inc. v. Rock Island Brewing Co., supra. This we must hold it has 
failed to do, and therefore it is not entitled to registration of said 
mark upon its application filed December 23, 1935. By reason of 


the particular facts in this case, however, we do not hold that the 


claimed transfer from Kelly Brothers Company to appellant con- 
stituted an abandonment of its trade-mark by Kelly Brothers Com- 
pany. That question is not before us. 


There remains the question of whether, in view of our holding 
with respect to appellant’s right to register the mark, appellee is 
entitled to an award of priority, as held by the Commissioner. 
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Section 7 of said Trade-Mark Act provides that: 


. in every case of interference or opposition to registration he (the 
Commissioner) shall direct the Examiner in charge of interferences to de- 
termine the question of the right of registration to such trade-mark, and of 
the sufficiency of objections to registration, in such manner and upon such 
notice to those interested as the Commissioner may by rules prescribe. 

The Commissioner may refuse to register the mark against the registra- 
tion of which objection is filed, or may refuse to register both of two inter- 
fering marks, or may register the mark, as a trade-mark, for the person 
first to adopt and use the mark, if otherwise entitled to register the same, 
unless an appeal is taken, as hereinafter provided for, from his decision, 
by a party interested in the proceeding, within such time (not less than 
twenty days) as the Commissioner may prescribe. (Italics ours.) 

As hereinbefore noted, appellee’s assignor filed its application 
on October 9, 1933. This was before the repeal of prohibition be- 
came effective. The Examiner of Interferences expressly found 
that in December, 1933, when the repeal of prohibition became 
effective, Kelly Brothers Company is deemed to have been the owner 
of the mark in so far as its use by appellee’s assignor is concerned. 
The Commissioner in his decision made no specific finding upon this 
point, but such finding is implied in his decision. We have no doubt 
that Kelly Brothers Company did own the mark in December, 1933, 
and that, had it engaged in the liquor business within a reasonable 
time thereafter, such ownership would have entitled it to register 
the mark. This being true, it is clear that when appellee’s assignor 
began to use the mark in 19382, and when it filed its application for 
registration, it did not own the mark “Camp Nelson,” and at that 
time was not entitled to register the same. 

It seems clear that, in order to entitle a party to the registration 
of a trade-mark, it must have been the owner thereof at the time that 
its application was filed. Section 2 of said Trade-Mark Act pro- 
vides that the application for registration, “in order to create any 
right whatever in favor of the party filing it,’ must be accompanied 
by a verified declaration to the effect that the applicant believes 
himself to be the owner of the trade-mark sought to be registered. 
Section 13 of said Act provides that, upon a proper petition, “If it 
appear after a hearing before the Examiner that the registrant was 
not entitled to the use of the mark at the date of his application for 
registration thereof” (italics ours), the Commissioner shall cancel 
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the registration. It is clear therefore that if the involved application 
of appellee is allowed and the mark registered, as held by the Com- 
missioner, it would be subject to cancellation upon the petition of 
any party injured by such registration, because appellee’s assignor 
was not the owner of the mark when its application was filed, said 
mark being owned at that time by Kelly Brothers Company. In 
view of the provisions of Section 13, it is clear that Congress, in the 
enactment of said Trade-Mark Act, did not intend that registra- 
tion of a trade-mark should be granted under said act if it appeared 
that, at the date of the application for registration, said mark did 
not belong to the applicant. To ascribe such an intention to Con- 


gress would be anomalous in view of the provisions of Section 13 of 
the act. 


What the situation might be upon the filing of a new application 
by appellee, growing out of events occurring subsequent to the date 
of its application here involved, we need not here inquire. 


It follows from the foregoing that, upon the record before us, 
neither of the parties hereto should be granted registration of the 
involved mark upon their respective applications. 

Accordingly, while we are in agreement with so much of the 
decision of the Commissioner as holds that appellant is not entitled 
to the registration of the involved mark upon its application here 
involved, we are in disagreement with so much of his decision as 
holds that appellee is entitled to the registration of the mark. 

Mere reversal of the decision of the Commissioner would rein- 
state the decision of the Examiner of Interferences, which we hold 
was erroneous; therefore the decision of the Commissioner is re- 
versed, in so far as it holds that appellee is entitled to register the 
mark here involved, and the cause is remanded to the end that proper 
entries may be made in the Patent Office in accordance with the 
views hereinbefore expressed. 

Reversed and remanded. 
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CenTRAL Iron & Steet Company v. Repusiic Steet Corp. 
United States Court of Customs and Patent Appeals 
Opposition No. 15,069 
April 10, 1939 


Trape-Marxs—Opposition—“CENTRALLOY” AND “CENTRAL ALLoy Division” 
—ConFiictinc TEeRMs. 

Where appellee had since 1930 used on its alloy steel, both with and 
without its trade-mark “Enduro” the words “Central Alloy Division” 
or “Central Alloy District,” the use of these words while not a trade- 
mark use, held to indicate origin to purchasers. Therefore, the use by 
appellee since 1935 of the word “Centralloy” as a trade-mark for similar 
goods was held likely to be confused with appellee’s said designations, 
and the Commissioner’s decision refusing registration to appellant’s 
mark was affirmed. 


On appeal from a decision of the Commissioner of Patents in an 
opposition proceeding. For the Commissioner’s decision see 28 


T.-M. Rep. 53. 


Wm. A. Smith, Jr., of Washington, D. C., and Kennard N. Ware, 
of Philadelphia, Pa., for appellant. 

Richey §& Watts and H. F. McNenny, all of Cleveland, Ohio, for 
appellee. 


Hartrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents re- 


versing the decision of the Examiner of Interferences dismissing 


appellee’s notice of opposition and holding that appellant was en- 
titled to the registration of the trade-mark “‘Centralloy”’ for use on 
alloy steel. 

In its application for registration, filed June 25, 1935, appellant 
alleged that it had used its trade-mark on alloy steel since June 15, 
of that year. 

It appears from the record that, although appellant’s alloy 
steel is sold according to specification to ‘Manufacturers, fabrica- 
tors, various railroads, car builders, locomotive manufacturers,” and 
“steel warehouses,” it is, according to the witness Robert H. Mc- 


Cracken, Philadelphia sales manager for the appellant company, 
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“in very much the experimental stage. We speak of it as ‘Central- 
loy’ and we want it to be known as ‘Centralloy.’ Eventually, we 
would expect our customers to put ‘Centralloy’ on their orders with- 
out any particular specification, with the understanding, of course, 
that we would know their requirements.” 


It further appears from 
the record that the word “Central” has been a part of appellant’s 


corporate name for many years; that appellant has used several 
trade-marks for its steel products, each of which has included the 
word “Central,” such as, “Central Knobby Floor Plates,’ “Central 
Knobbyette,” “Central All Way Grip,” “Central Highway Guards,” 
and “Central Lawn Edging’; that appellant’s products are always 
sold as “‘Central” products; and that, according to appellant's wit- 
ness Irving M. Smith, as the appellant company desired to “‘per- 
petuate the word ‘Central,’ and to derive a name which would iden- 
tify a product as that of Central Iron and Steel Company” the word 
“Centralloy”’ was chosen by its president after a conference of com- 
pany officials. 

It appears from the evidence introduced by appellee that on 
August 26, 1926, the name of the United Alloy Steel Corporation 
was changed to Central Alloy Steel Corporation; that, thereafter, 
by a merger agreement which became effective on April 8, 1930, the 
Central Alloy Steel Corporation became a part of the Republic Steel 
Corporation, the appellee; that, since the merger, alloy steel prod- 
ucts produced in the plants of the former Central Alloy Steel Cor- 
poration have been advertised as the products of the Central Alloy 
Division of the Republic Steel Corporation; that appellee has ex- 
pended large sums of money in advertising its alloy steel produced 
by its Central Alloy Division; that some of its advertisements, of 
which appellee’s Exhibit No. 2 is illustrative, were signed ‘‘Central 
Alloy Division, Republic Steel Corporation, Massillon, Ohio,” and 
others, of which appellee’s Exhibit No. 3 is illustrative, were signed 
“Republic Steel Corporation, General Offices, Youngstown, Ohio, 
Central Alloy Division, Massillon, Ohio,” and, in addition, each of 
these advertisements bore one or more of appellee’s trade-marks. 

It appears from the record that the Canton-Massillon District of 
the Republic Steel Corporation is known as the “Central Alloy Dis- 
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trict’; that prior to the merger (April 8, 1980) the Central Alloy 
Steel Corporation’s products were stamped (appellee’s Exhibit No. 
7) to indicate “the type and grade of stainless steel or alloy”; that 
the stamp also bore the notation “Central Alloy Steel Corporation, 
Massillon, Ohio, U. S. A.’’; that since the merger appellee’s alloy 
sheet steel produced by its Central Alloy Division has been stamped 
as follows: All unpolished sheets shipped from the Massillon Dis- 
trict bore oval-shaped stamps (appellee’s Exhibit No. 8) on which 
appeared the notation “Republic Steel Corporation, Enduro, Stain- 
less Steel, Heat, Type 18-8-41, Central Alloy District, Massillon, 
Ohio” (in the event stamps were objectionable for any reason, small 
stickers bearing the same notation—appellee’s Exhibit No. 11— 
were used) ; all sheets polished on one or both sides, shipped from 
the Canton works, were shipped in crates and a shipping tag (ap- 
pellee’s Exhibit No. 9), indicating that the steel was from the 
Republic Steel Corporation, Central Alloy District, Canton Works, 
Canton, Ohio, was attached to each crate. In addition to the ship- 
ping tag, a tag (appellee’s Exhibit No. 10) bearing the trade-mark 
“Enduro” and the notation “Republic Steel Corporation, perfected 
stainless steels, Central Alloy District, Massillon, Ohio,’ was also 
attached to each crate. Metal tags bearing the notation “from 
Republic Steel Corporation, Central Alloy Dist., Massillon, Ohio” 
(appellee’s Exhibit No. 12) were used on “round stock.” 

Appellee sells its alloy steel to manufacturers and jobbers. The 


jobbers, in turn, sell to manufacturers and building contractors in 
comparatively small quantities. Utensils and other articles manu- 


factured by others from appellee’s stainless alloy steel are sold to 
hardware stores and other retail stores. Although those articles 
oftimes bear appellee’s mark “Enduro,” they do not bear the nota- 
tion “Republic Steel Corporation, Central Alloy District.” 

The Examiner of Interferences dismissed the notice of opposi- 
tion holding that appellee’s use of the notations “Central Alloy 
Division” and “Central Alloy District’ was not a trade-mark use; 
that appellee, therefore, was not the owner of those notations, and, 
for that reason, was not entitled to oppose the registration of appel- 
lant’s mark. The Examiner also held that the term “Central Alloy 
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District’’ was not used for the purpose of indicating origin in ap- 


pellee, but merely to indicate that the alloy steel on which it was 
used was manufactured in certain of appellee’s mills. 

In reversing the decision of the Examiner of Interferences and 
sustaining the notice of opposition, the Commissioner of Patents 
stated that it was not necessary that appellee be the owner of the 
term “Central Alloy” in order to oppose registration of appellant’s 
mark, and that— 

In the instant case it sufficiently appears that the expressions “Central 
Alloy Division” and “Central Alloy District” have come to identify as 
that of opposer the merchandise to which they are applied in advertising 
and on the tags or labels attached to the goods. While I agree with the 
Examiner of Interferences that such use by opposer of the words “Central 
Alloy” has been in no sense a trade-mark use, I cannot escape the convic- 
tion that registration to a competitor of these words or their equivalent 
would result in confusion, and that opposer would probably suffer damage. 
Upon the record before me, the likelihood seems apparent that a large 
proportion of prospective purchasers, seeing the trade-mark “Centralloy” 
applied to alloy steel products, would assume that such products originated 
with opposer. 

The right to oppose the registration of a trade-mark does not 
depend upon the exclusive ownership by an opposer of a similar 
mark. Virginia Dare Extract Co. Inc. v. Adah Mae Dare, 21 C. C. 
P. A. (Patents) 1086, 70 F. (2d) 118 [24 T.-M. Rep. 170]. It is 
sufficient if an opposer establishes “‘priority of use analogous to a 
trade-mark use of a” trade-name and the “likelihood of damage to 
him by the registration of such mark to another.” John Wood 
Manufacturing Co. v. Servel, Inc., 22 C. C. P. A. (Patents) 1370, 
77 F. (2d) 946 [25 T.-M. Rep. 407], and cases cited. 

It appears from the record that appellee has spent large sums 
of money advertising its “Central Alloy Division”; that it applies 
the notation “Central Alloy District’’ to the goods produced by its 
“Central Alloy Division’; that its “Central Alloy District’? com- 
prises the cities of Canton and Massillon, Ohio; and that appellee’s 
“Central Alloy Division” or “Central Alloy District” is “invariably” 
referred to in Canton and Massillon as “Central Alloy” rather than 
as “Republic” or “Republic Steel Corporation.” 

In view of the fact that appellee’s name “Republic Steel Cor- 


poration” appears in each of the advertisements and on each of the 
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stamps and shipping tags applied to its alloy steel, it is apparent 
that appellee did not rely entirely on either its trade-marks or the 
notations “Central Alloy Division” and ‘“‘Central Alloy District” 
to indicate origin of its alloy steel. It is equally apparent, how- 
ever, that, so far as origin is concerned, it relied as much on the nota- 
tions “Central Alloy Division” and “Central Alloy District” as it 
did on its trade-marks, and that both the notations and the trade- 
marks served to identify appellee’s alloy steel in the mind of the 


public. 


It is argued by counsel for appellant that the only purpose 


served by the notations “Central Alloy District’ and “Central Alloy 
Division” was to indicate to the purchasing public the place where 
the Republic Steel Corporation’s alloy steel was produced. We 
think, however, that appellee’s use of the term “Central Alloy” in 
its notations “Central Alloy Division” and “‘Central Alloy District’’ 
is entitled to greater significance than that given it by counsel for 
appellant. 

Taking into consideration the fact that the term “Central Alloy” 
has been extensively advertised to indicate a division or part of the 
appellee corporation, and the fact that that term together with the 
word “District’”’ has been applied to the alloy steel manufactured 
and sold by appellee’s Central Alloy Division, we are of opinion 
that the term “Central Alloy” indicated to the purchasing public 
not only the place where appellee’s alloy steel was produced, but 
also that the alloy steel produced by the Central Alloy Division in 
the Central Alloy District was appellee’s product. 

Although the terms “Central Alloy Division” and “Central 
Alloy District’’ were not used by appellee as technical trade-marks, 
they served to indicate origin in appellee. The words “Central 
Alloy” are the dominating feature of those terms. The use of such 
terms was, therefore, analogous to that of a trade-mark. Accord- 
ingly, appellee having established priority of use, the only remain- 
ing question to be determined is whether it is likely to be damaged 
by the registration of appellant’s mark “Centralloy.”’ 

Appellant’s mark “Centralloy” is a combination of the words 
“central” and “alloy” with the letters “a” and “l” deleted. When 
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written, it closely resembles the term “Central Alloy.” When 


spoken, it sounds like “Central Alloy.”” It was intended by appel- 
lant to mean “Central Alloy,” and to identify alloy steel produced 
by the Central Iron & Steel Company. 

We are of opinion that the terms “Centralloy” and “Central 
Alloy” are confusingly similar; that appellee is entitled to use the 
terms “Central Alloy District” and “Central Alloy Division’’ in 
connection with the marketing of its alloy steel; and that appellee 
would be damaged by the registration of the mark “Centralloy” to 
appellant. 

For the reasons stated, the decision of the Commissioner of 


Patents is affirmed. 





[In tHe Martrer oF THE APPLICATION OF Baitey Meter Company 
United States Court of Customs and Patent Appeals 
April 10, 1939 


‘Trape-Marks—“Borter Merer” ror STeAM-MEASURING Devices—Descripe- 
TIVE MARK. 

The term “Boiler Meter,” used as a trade-mark for meters and de- 
vices to indicate the rate of flow of two or more fluids of a power-produc- 
ing apparatus, held descriptive. 

On appeal from a decision of the Commissioner of Patents, re- 
fusing to register a trade-mark. Affirmed. For the Commissioner's 
decision see 28 T.-M. Rep. 150. 


William A. Smith, Jr., of Washington, D. C., for appellant. 
The Solicitor R. F. Whitehead, U. S. Pat. Office (Argued by Mr. 
Howard S. Miller, law examiner of the U. S. Pat. Office) for 


Commissioner of Patents. 


Jackson, J.: This is an appeal from a decision of the Commis- 
sioner of Patents which affirmed that of the Examiner of Trade- 
Marks refusing registration under the Act of February 20, 1905, of 
the term ‘Boiler Meter,” as a trade-mark “for meters and devices 
adapted to continuously indicate and/or record in comparison and 


value-determining relation the instantaneous values of the rate of 
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flow of two or more flowing fluids of a power producing or utilizing 
apparatus, and charts for use therewith. .. .” 

Appellant states in its brief that the “ ‘power producing appara- 
tus’ may be a steam generator or any preferred type of liquid heater 
or vaporizer; and the ‘power utilizing’ apparatus may be a steam 
engine, steam turbine, or the like.” 

The Commissioner of Patents in affirming the Examiner’s deci- 
sion held the term “Boiler Meter” to be merely the name of the de- 
vice of appellant. 


We agree with the Commissioner that the word “meter” is the 
generic name of appellant’s device. There can be no doubt but 
that appellant’s devices to which it applies its trade-mark are meters. 
Appellant’s name is “Bailey Meter Company” and its application 


herein states that it seeks to register the mark as applied to meters. 
An examination of the specimen appearing in the record discloses 
that the device can be and evidently is used to measure and record 
the flow of steam from a boiler. On the said specimen appears the 
following: 


BAILEY BOILER METER 
Type D26, Class 5 
INDICATES: Steam Flow from boiler. 


RECORDS: Steam Flow, Air Flow, Flue Gas Temperature, all on a 12 
inch diameter uniformly graduated 24 hour chart. 


INTEGRATES: ‘Total Steam Flow on a four dial counter. 
Rugged cast iron casing—approximate overall dimensions 16” x 24” x 8.” 
Suitable for surface mounting on a wall or panel. 

Since the apparatus measures the flow of steam from a boiler, 
regardless of the fact that it may be also suitable for other uses, 
the term “Boiler Meter,” in our opinion, can be nothing other than 
the name of the device and as such is merely descriptive. 

Appellant contends that “Boiler Meter’ is not the name of any 
device because it is not found in the dictionary, trade catalogues, 
trade journals, etc. From this premise the appellant concludes the 
mark does not name the device to which it is applied. 

However, this argument ignores the fact that the product of 
appellant is a meter and that it is used in connection with boilers. 
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It is, therefore, a beiler meter. Indeed, we are unable to see how 
the device could be more aptly described. Words used in combina- 
tion may not be found in the dictionary, or elsewhere, in the precise 
combination used but it does not follow from this that they are not 
the correct nomenclature for particular things. As the brief of the 
solicitor points out, ‘““‘barn key’”’ may not appear in the dictionary but 
it is the proper name for a key to a barn. Mere use of words in 
combination does not destroy the significance of their meaning or 
their descriptive properties. 


We are of opinion that the Commissioner was correct in holding 


that the mark applied for named the appellant’s device and is, there- 
fore, descriptive. 

The fact that appellant may have been the first and only one to 
adopt and use the mark sought to be registered does not prove that 
the mark is not descriptive, as appellant contends, basing its argu- 
ment upon certain affidavits filed in the proceeding. 

The decision of this court in the case of Barber-Colman Co. v. 
Overhead Door Corp., 20 C. C. P. A. (Patents) 1118, 1121, 65 F. 
(2d) 147 [23 T.-M. Rep. 251], answers this contention. In that 
case the court said: 

Appellee contends, and the Commissioner of Patents seems to regard 
this point as material, that prior to the date of adoption of the term by the 


appellee, doors of the character involved were not known by the name 
“overhead.” 


- . + 


If it were conceded that appellee was the first to use the adjective 
“overhead,” as applied to this character of door, it would make little, if 
any, difference in the decision of this case. Such fact might be a proper 
consideration in determining the meaning the term suggests, and its ap- 
plicability to the merchandise, but it certainly would not be controlling. 
If the term is descriptive of the merchandise, the public has a right to use 
it at any time, since it is well settled that such a term cannot be exclusively 
appropriated by anyone. 


Appellant further urges that the said affidavits support its con- 
tention that the trade-mark “Boiler Meter,’ when applied to the 
goods specified in the application, has, in the opinion of affiants, a 
true trade-mark significance and definitely indicates that such goods 
are the exclusive products of appellant. 





anne 
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Answering this contention we merely observe that undoubtedly 

such was the thought and opinion of the affiants, but, nevertheless, 

these opinions are of no avail if the mark is descriptive. In re 

American Cyanamid & Chemical Corp., 26 C. C. P. A. (Patents) 
-, 99 F. (2d) 964 [28 T.-M. Rep. 595]. 

As a matter of fact, an examination of the said specimen dis- 
closes that the words used as a trade-mark thereon are “Bailey 
Boiler Meter.”” Since the tribunals below made no reference to this 
fact, we may presume they considered it unnecessary to do so in 
view of their holding and we refer to it merely as a probable reason 
for the statements in the affidavits that the words “Boiler Meter” 
indicated to affiants the origin of the goods. 


The decision of the Commissioner of Patents is affirmed. 





Corn Propvucts Rerinine Co. v. Coca-Cota Company (THe Coca- 


Cora Co., Assignee, Substituted ) 
United States Court of Customs and Patent Appeals 


May 1, 1939 


Trape-Marxs—“Dextra-CoLta” anp “Coca-CoLta”—ConrLictING Marks. 


The word “Dextra-Cola” held confusingly similarly to “Coca-Cola,” 
both words being used as trade-marks for non-alcoholic, maltless syrups 
for making soft drinks. 

On appeal from a decision from the Commissioner of Patents in 
a trade-mark opposition. Affirmed. For the Commissioner’s deci- 
sion see 28 T.-M. Rep. 146. 


M. T. Hankins, c/o Hervey, Barber & McKee, of New York 
City, for appellant. 

Edward S. Rogers, of Chicago, Ill., Thomas L. Mead, Jr., of 
Washington, D. C., and Frank L. Troutman, of Atlanta, Ga., 
for appellee. 


Lenroot, J.: This is a trade-mark opposition proceeding wherein 
the Commissioner of Patents affirmed a decision of the Examiner 


of Interferences which sustained the opposition of appellee and 
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adjudged that appellant is not entitled to the registration for which 
it has made application. 

On September 23, 1935, appellant filed, under the Trade-Mark 
Act of February 20, 1905, its application for the trade-mark ‘‘Dex- 
tra-Cola” as applied to a non-alcoholic, maltless syrup for making 
soft drinks. The application. states that appellant’s first use of the 
mark was on September 17, 1935. The Examiner required appellant 
to disclaim the exclusive use of the word “Cola” apart from the mark 
shown, which was done. 

Appellee filed notice of opposition to the registration of said 
mark, alleging that it was confusingly similar to appellee’s regis- 
tered mark “Coca-Cola.” A number of registrations of said mark 


by appellee and its predecessors are set out in said notice. The 


mark “‘Coca-Cola” appears in script in said registrations, while ap- 


pellant’s mark, as shown in its application, is in stencil. 

Both sides took testimony. Appellant’s testimony discloses that, 
at the time of taking the testimony, it had applied its said mark to 
a single shipment of a ten-gallon keg of syrup from its plant in New 
Jersey to New York; that appellant is a large manufacturer of vari- 
ous products, including glucose, corn starch, sugar, syrups, dex- 
trines, feeds and oils, and that it owns and employs a number of 
trade-marks for various package goods. One John D. Buhrer, 
vice-president of appellant, testified that he suggested the mark 
“Dextra-Cola” because “it suggests the contents or make-up of the 
product.” He further testified as follows: 

Q. 61. Have you ever heard of Coca-Cola? A. Yes. 

Q. 62. How long have you known Coca-Cola? <A. Well, I imagine 
about twenty years. 

Q. 63. It is pretty well advertised, isn’t it? A. Yes, sir. 

Q. 64. You have seen signs frequently around New York City? 
A. Plenty. 

Q. 65. In fact, everywhere you go, you see it? A. Too many. 

- . * 


XQ. 43. You had Coca-Cola in mind when you suggested Dextra-Cola? 
A. That is possible. 

XQ. 44. Well, you said that you suggested the name? A. Yes. 

XQ. 45. Well, you probably had Coca-Cola in mind. A. I probably had 
Coca-Cola in mind, although I had dextrose in mind too. 
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The testimony on behalf of appellee discloses that it and its 


predecessors had for more than fifty years manufactured a syrup 


for use in making beverages; that its business had grown from a 
production of 25 gallons in 1886 to more than 25,000,000 gallons in 
1934, and that in said last-named year appellee expended nearly 
$5,000,000 in advertising its said product. 

But one question was presented to the Patent Office tribunals, 
viz., that of confusing similarity of the respecting marks. Both the 
Examiner of Interferences and the Commissioner held that the 
marks were confusingly similar, and from the decision of the Com- 
missioner appeal was taken to this court. 

The Commissioner in his decision relied very largely upon our 
decision in the case of Steinreich v. The Coca-Cola Co., 21 C. C. 
P. A. (Patents) 722, 67 F. (2d) 498 [24 T.-M. Rep. 11], in which 
we held that the marks ‘‘Vera-Cola” and Coca-Cola” were confus- 
ingly similar. 

Appellant insists that the word “Cola” is descriptive as used in 
the marks of the respective parties, and points to the fact that it has 
disclaimed the exclusive use of the word “Cola” apart from the 
mark as shown in the drawing. 

Upon this point we would observe that if the word “Cola” in 
appellee’s registered mark is descriptive, so is the word “Coca,” 
and the effect of appellant’s contention is to challenge the validity 
of appellee’s registrations upon which it relies. That this may not 
be done in an opposition proceeding is well established. Ruth Candy 
Co. v. Curtiss Candy Co., 18 C. C. P. A. (Patents) 1471, 49 F. (2d) 
1033 [21 T.-M. Rep. 319]; Revere Sugar Refinery v. Salvato, 18 
C.C. P. A. (Patents) 1121, 48 F. (2d) 400 [21 T.-M. Rep. 182], 
and cases therein cited. 

In addition to the case of Steinreich v. The Coca-Cola Co., supra, 
we have at this term held that the marks “King Kola” and “Coca- 
Cola” were confusingly similar. King Kola Mfg. Co. v. The Coca- 
Cola Co., 26 C. C. P. A. (Patents) [28 T.-M. Rep. 603]. 

The record shows that appellant deliberately adopted its mark 
with full knowledge of the existence of appellee’s mark “Coca-Cola,” 
and the vice-president of appellant testified that he probably had 
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“Coca-Cola” in mind when he suggested the mark “‘Dextra-Cola.” 
In the case of Steinreich v. The Coca-Cola Co., supra, we stated: 


Had appellant wished clearly to indicate the origin of his goods, there 
were many thousands of words which he might have selected as a trade- 
mark for his product, or he could have coined a word or words, none of 
which could be open to the claim of similarity to appellee’s mark. He did 
not see fit to do so, and in view of the facts above recited, the conclusion is 
irresistible that he hoped and expected, by using’ the mark “Vera-Cola,” 
that he would profit by the similarity of his mark to the mark “Coca-Cola.” 

The remarks last quoted are equally applicable to the case at 
bar, and the circumstances under which appellant adopted its mark 
may properly be considered in determining the question of confus- 
ing similarity. The Procter & Gamble Co. v. J. L. Prescott Co., 18 
C. C. P. A. (Patents) 1433, 49 F. (2d) 959 [25 T.-M. Rep. 342]; 
Time, Inc. v. Ultem Publications, Inc., 96 F. (2d) 164 [28 T.-M. 
Rep. 421]. 

We have no doubt that the marks in question were properly held 
by the Patent Office tribunals to be confusingly similar, and the de- 
cision of the Commissioner is affirmed. 

Buianp, J., took no part in the consideration or decision of this 


case, 


Tue Pepsopent Co. v. Pepsinic SELtzer Co. 
United States Court of Customs and Patent Appeals 
Opposition No. 16,080 
May 1, 1939 


Trape-Marxs—“Pepso-SELTzer” aNp “Pepstnic SELTZER AMELOTTE’—Con- 
FLICTING Marks. 

The notation “Pepso-Seltzer,” used as a trade-mark for effervescent, 
alkalizing analgesic held confusingly similar to the notation “Pepsinic 
Seltzer Amelotte,’ used as a trade-mark for an effervescent salt for 
use in cases of headache, heartburn and indigestion. 


On appeal from the decision of the Commissioner of Patents in 
an opposition proceeding. Affirmed. For the Commissioner’s deci- 
sion, see 28 T.-M. Rep. 221. 
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Wallace R. Lane, of Chicago, Ill., and William S. Hodges, of 
Washington, D. C., for appellant. 

Charles R. Allen, of Washington, D. C., and Albert E. Fay, of 
Worcester, Mass., for appellee. 


Garrett, P. J.: This is an appeal from the decision of the Com- 
missioner of Patents affirming the decision of the Examiner of Inter- 
ferences sustaining the opposition of appellee to registration, under 
the Act of February 20, 1905, of the notation “Pepso-Seltzer” for 
use by appellant as a trade-mark for “effervescent alkalizing 
analgesic,” the second word, “Seltzer,” being “disclaimed apart 
from the mark as shown,” and use being claimed “‘since May 20, 
1936.” 

In its notice of opposition appellee plead its registration of the 
notation “Pepsinic Seltzer ‘Amelotte,’”’ dated May 10, 1921, for 
effervescent salt for use in cases of headache, heartburn, indigestion, 
etc., a copy of which registration was filed and “made a part of this 
opposition.”” The mark was registered under the Act of March 19, 
1920. Use of it was alleged “continuously since on or about October 
10, 1918.” 

It is conceded that the goods of the respective parties are of the 
same descriptive properties. 

The notice of opposition was filed in the Patent Office October 
20, 1936, and on December 7, 1936, appellant moved to dismiss the 
same on various grounds. This motion was denied by the Examiner 
of Interferences who held in a decision rendered December 21, 1936, 
that appellant (under the facts alleged in the notice) should file an 
answer or waive the right to do so if it wished to stand upon the 


“merely negative defenses raised by the motion to dismiss.” It 


was further held that if such waiver were made, opposer would be 
given an opportunity to take testimony “to establish any facts in 
the nature of mere statements of evidence, the inclusion of which in 
a notice of opposition is inhibited by Federal Equity Rule 25, pro- 
vided only that the opposer shall make request therefor in writing 
not later than ten days after the filing” of the waiver, and that ap- 


plicant would be given an opportunity to take testimony in rebuttal. 
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On December 28, 1936, applicant filed a waiver electing “to 
stand on the defenses raised in and by its motion to dismiss” which, 
as applicant conceded, had the effect of admitting “all well pleaded 
averments in the notice of opposition.” 

Notwithstanding this waiver, opposer, in January, 1937, pro- 
ceeded to take testimony. Applicant was not represented at the 
taking of opposer's testimony nor did it offer any testimony in re- 
buttal. In the testimony so taken by opposer the word “Amelotte”’ 
appearing in its registered mark was totally disregarded and refer- 
ence was made throughout only to the words “Pepsinic Seltzer.” 
One witness did testify that the formula for the “Pepsinic Seltzer’’ 
preparation was originated by a Mr. Amelotte, and it was said dur- 
ing the argument before us that this accounts for the word 
‘“Amelotte’” in the registered mark. It is perfectly clear that, so 
far as the testimony is concerned, opposer limited itself to “Pep- 
sinic Seltzer,’ which is not proven ever to have been registered, ex- 
cept in connection with “Amelotte.” 

In its notice of opposition appellee stated: 

2. Attached hereto is a specimen of one of opposer’s labels showing by 
way of illustration how opposer’s said trade-mark is, and continuously 
since long prior to applicant’s adoption of the mark sought to be registered 
by the applicant herein opposed has been used. 

No particular label is identified as having been filed with the 
notice, but appellee during its taking of testimony introduced quite 
a number of specimens as exhibits. Most of them have the full 


> 9? 


mark, ‘““Pepsinic Seltzer ‘Amelotte,’’’ imprinted thereon, but one of 
them has only the words “Pepsinic Seltzer.” This specimen bears 
the notation “Trade-Mark Reg.,’ appearing immediately under- 
neath a heart shaped design upon which are printed the words “The 
Seltzer That Won't Affect The Heart.” This specimen is clearly 
identifiable as one of those introduced during the taking of the tes- 
timony. It is referred to in the testimony as a “gold label,” it hav- 
ing a gilded background, and it is stated that it was “adopted in 
1936.” 


The notice of opposition did not plead any such mark, nor did 


it therein aver the use of “Pepsinic Seltzer’’ alone, although it did 
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compare “Pepsinic Seltzer’’ with “Pepso-Seltzer,”’ alleging that 
both have the same suggestive significance. 

In his decision sustaining the opposition, the Examiner of In- 
terferences said, inter alia: 


Opposer here relies upon its use of the marks “Pepsinic Seltzer” or that 
notation in association with the word “Amelotte.” These are disclosed by 
the specimens filed by the opposer. 

In its appeal to the Commissioner appellant alleged that the 
Examiner of Interferences erred in holding that opposer was en- 
titled, under the recitals of its notice of opposition, to show use of 
any trade-mark in its business other than the registered mark, and 
that it was error to hold that opposer “had any right to claim as its 
trade-mark “Pepsinic Seltzer” separate and apart from the word 
“Amelotte.” 


The Commissioner said: 
The proceeding went to final hearing before the Examiner of Interfer- 
ences on the notice of opposition and applicant’s motion to dismiss. Op- 
poser nevertheless took testimony, to much of which applicant, for various 
reasons, has objected. As I find it unnecessary to consider opposer's 
evidence, such objections need not be passed upon. 

It is quite clear from the Commissioner’s decision that in reach- 
ing his conclusion he compared the full mark of opposer with that 
of applicant. He said, inter alia: 

In my opinion the inclusion in opposer’s mark of the name “Amelotte” 
is not of controlling importance. Even in the absence of testimony to that 
effect it seems reasonable to assume that opposer’s product is known and 
called for merely as “Pepsinic Seltzer,” and the close similarity between 
that notation and applicant’s mark “Pepso Seltzer” is manifest. The occur- 
rence in opposer’s mark of the word “Amelotte” is not to be disregarded, 
but in view of the substantial identity of the goods of the parties I do not 
consider it sufficient to render the two marks in their entireties so dis- 
similar as to insure against the probability of confusion. 

In a request for reconsideration, which the Commissioner denied, 
appellant suggested another consideration growing out of the use of 
the notation ““Trade-Mark Reg.” on the “gold label’ specimen which 
did not carry the word “‘Amelotte,” and this issue is raised in the 
reasons of appeal before us. It is to the effect that opposer “is 
obviously holding out to the world that it is the owner of something 


other than what it has registered”; that its use in the manner 
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described was a “dishonest use,’ and that by it “opposer has for- 
feited any rights which it might have had under the trade-mark 
statute.” By this last we assume that it is meant as a contention 
that opposer forfeited any right to oppose appellant’s registration. 

The foregoing respecting the testimony has been set forth in 
order that all of appellant’s contentions before us may be under- 
stood. 

The failure of the Commissioner to pass upon the issue raised 
as to appellee’s alleged “dishonest use’ of the particular label 
described was doubtless due to the fact that he did not find it neces- 
sary to consider the evidence which appellee offered and the facts 
appeared only in that evidence. 

There was in fact no assignment which covered the contention 
of “dishonest use” in the appeal taken to the Commissioner, and, so 
far as the record shows, it was first raised in the request for recon- 
sideration. We do not think the Commissioner erred in failing to 
pass upon it, nor is it necessary that we pass upon it here under our 
view of the case. 


We agree that upon the record presented, the marks proper to 


be compared are “‘Pepsinic Seltzer ‘Amelotte’”’ and “Pepso-Seltzer”’ 
and the sole question is whether there would be likelihood of confu- 
sion if the two marks were used on goods of the same descriptive 
properties. 


It is proper to say that, inasmuch as appellee’s registration is 
under the Act of March 19, 1920, it may not, as a registration, be 
relied upon as a basis for opposition, but appellee does have the 
right to oppose, based upon its use of the mark. Trustees for Arch 
Preserver Shoe Patents v. James McCreery & Co., 18 C. C. P. A. 
(Patents) 1507, 49 F. (2d) 1068 [21 T.-M. Rep. 374]. Use was 
averred in its notice of opposition and stands admitted by appellant’s 
waiver of answer. 

It is our opinion that the Commissioner reached the correct con- 
clusion. We hold this after comparing the respective marks as en- 
tireties. Certainly, appellant’s entire mark ““Pepso-Seltzer” is con- 
fusingly similar to the first part of appellee’s mark. We do not 
agree with appellant’s contention that “Amelotte” is the dominant 
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part of appellee’s mark. When the character of the merchandise is 
considered, the contrary, in our opinion, would be true. 

The cases cited by counsel for appellant have been carefully 
examined. In no one of them, however, do we find a state of facts 
which renders it persuasive here. 


The decision of the Commissioner is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Non-Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for furniture, etc., the notation “The Williamsburg 
Galleries.” 

In his decision the Assistant Commissioner stated: 


Applicant’s mark is essentially the notation “The Williamsburg Gal- 
leries,” which he claims to have used since June 29, 1936. Opposer is an 
eleemosynary corporation which was organized in 1928, for the purpose, 
among others, of restoring Colonial Williamsburg. The splendid success of 


this undertaking is now so generally known to the public that it requires no 
comment here, other than to note that by June 29, 1936, the restoration was 
so far advanced that opposer’s collection of eighteenth century furniture 
had already become world famous. 


He then said: 


It was this fact that inspired the adoption of applicant’s mark. And 
while applicant has quite consistently disclaimed any connection with op- 
poser, it is clear beyond argument that applicant in his advertising has at- 
tempted to popularize his merchandise by associating it with opposer’s 
exhibits, thus deliberately seeking to take advantage of opposer’s prestige. 

I am convinced that applicant’s use of the trade-mark proposed to be 
registered would lead numerous members of the public to believe that ap- 
plicant’s furniture was in some way sponsored by opposer, and that opposer 
may thereby suffier injury.! 

1 Colonial Williamsburg, Incorporated v. Tomlinson of High Point, 
Opp’n No. 16,194, 163 M. D. 219, February 20, 1939. 





